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FOR THE LEGAL RECORD ...

CHAIRMAN’S REPORT

SPORTS:

I hope to see many of you in attendance at our 13
Annual Entertainment Law Institute on October 10 and 11
in Austin. Course Director Mike Tolleson and the Planning
Committee have assembled an All-Star faculty to address
topics relating to both film and music that we think will be
of particular interest to Section members. The Institute is
scheduled to coincide with the Austin Film Festival. Your
course registration makes you eligible for special
discounted passes to the film festival. I would like to thank
Mike, the entire Planning Committee and the State Bar for
their efforts in organizing this event. You can register online
at www.TexasBarCLE.com.
th

Our State Bar continues to work for us, the Sections,
through the Council of Chairs Committee. The Committee
is comprised of all Section Chairs and provides input to
the State Bar on issues of interest to the Sections. In
response to interest from the small to medium sized
Sections (like your Entertainment and Sports Law Section),
a Task Force on technology will evaluate whether the State
Bar can provide assistance with the development and
maintenance of Section websites. We will learn more at
the next meeting of the Council of Chairs scheduled in
January of 2004. As past Chair Evan Fogelman reported,
budget constraints have hampered our efforts to put together
a more extensive website to serve our members. We still
have plans to get a website launched this year and we will
keep you posted on those developments through the Journal.
June Higgins Peng
Chair
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RAIDERS AND AL DAVIS WIN!
Al Davis and the Raiders sued hoping to get as much as $833
million, but were awarded $34.2 million by an Oakland jury. The
award stemmed from a finding that officials of the Oakland
Coliseum breached their agreement with the Raiders. The Coliseum
officials convinced Davis and the Raiders to move from Los Angeles
by promising a sold-out stadium. When the sellouts did not
materialize, Davis sued to compensate for claimed losses the
Raiders estimated to be between $570 and $833 million dollars ...
NIKE TAKES A BOOT AT FIFA!
The world governing body for soccer may have met its match
when Beaverton, Oregon-based Nike sued FIFA for use of the
trademark USA 2003. Wanting to use the trademark to promote
women’s soccer in the U. S., Nike sought to pre-empt FIFA’s filing
a suit claiming that Nike violated FIFA’s rights to organize and
promote international soccer matches and tournaments such as the
World Cup and the Women’s World Cup ...
USOC FACING CHANGES!
The U. S. Olympic Committee is the focus of the International
Olympic Committee and the U. S. Senate. The IOC is investigating
whether 24 U. S. athletes should have been banned from Olympic
competition and forfeit their Olympic medals won between 1988
to 2000. The IOC in conducting a review of USOC drug-testing
found that some of the athletes tested positive for banned substances
but were nonetheless cleared to compete. The USOC has responded
that there was no cover-up and that even where positive tests were
found, the punishment did not warrant eliminating the competitors
from Olympic competition. The USOC’s drug-testing program is also
at the center of a controversy involving U. S. sprinter Jerome Young,
the 2000 Olympic champion in the 1600 meters. Young was accused
of testing positive for nandrolone in 1999 but still allowed to
compete in the Sydney Olympics. The International Olympic
Committee and the World Anti-Doping Agency are questioning
whether Young tested positive, should have been banned from
competition, and thus have to forfeit his gold medal. As if the infighting among its international bodies was not enough, the U. S.
Senate has proposed legislation that would reduce the 124 members
of the USOC to 9 members, thus streamline the USOC’s governing
body and provide more congressional oversight ... .
WHO CAN YOU TRUST IF NOT THE COACH!
Texas Christian University suspended assistant coach Willie
Mack Garza after he was arrested on driving while intoxicated and
failure to render aid to an injured person charges ...
After former Washington State Cougar head coach Mike Price
agreed to take the University of Alabama head coaching job, and
losing it over indiscretions in Florida he filed suit over losing the
Alabama job, and lost again when U. S. District Judge Scott Coogler
dismissed much of Price’s $20 million dollar lawsuit against the
University, the Board of Trustees and President Robert Witt.
Coogler found that the Alabama Trustees and the University were
immune from suit. Price’s claims against Witt individually are still
pending ...
When the University of Washington fired football coach Rick
Neuheisel because of his participation in a college basketball
Continued on page 3
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gambling pool, he in turn sued the University of Washington, relying
on an internal memo from Washington’s chief compliance officer
reciting as justification the following excerpt from the 2002-03
NCAA Division I Manual, Section 10.3:
10.3 GAMBLING ACTIVITIES
Staff members of a member conference, staff members of the
athletics department of a member institution and student-athletes
shall not knowingly: (Revised: 4/22/98 effective 8/1/9)
(a) Provide information to individuals involved in organized
gambling activities concerning intercollegiate athletics
competition;
(b) Solicit a bet on any intercollegiate team;
(c) Accept a bet on any team representing the institution;
(d) Solicit or accept a bet on any intercollegiate competition
for any item (e.g., cash, shirt, dinner) that has tangible value;
or (Revised: 9/15/97)
(e) Participate in any gambling activity that involves
intercollegiate athletics or professional athletics, through
a bookmaker, a parlay card or any other method employed
by organized gambling.

VOTE HERE:
Washington’s Right in firing Coach
Neuheisel’s Right in suing University
NCAA Rule Makes No Sense
All of the above and lawyers win
Other outcome (fill in your own expected result)...

ENTERTAINMENT:
CHILDREN’S GAMES IN FEDERAL COURT!
Are we too old to remember when children’s games only meant
picking up jacks and jumping rope? Now kids’ games wind up in
federal court in Seattle. U. S. District Court Judge Robert Lasnik
heard video game makers and retailers argue that Washington’s
Video Violence Law, HB 1009, violates the First Amendment rights
of video game players, renters, makers, publishers and distributors
and is unconstitutionally vague.
The law imposes a fine of up to $500 on anyone who rents or
sells computer games to anyone under the age of 17 when the
computer game contains players being killed or injured when “a
human form is depicted as a public law enforcement officer.”
Several other courts have ruled against such laws. Lasnik indicated
that “...there’s no question the video games do have significant First
Amendment protection.” Paul Smith, of the Washington D. C. firm
Jenner & Block, cited cases from 3 appellate circuits which ruled
that video games are speech and fall within the protection of the
First Amendment, in arguing against the State of Washington’s law
which plainly states that the law tries to “curb hostile and antisocial
behavior” and “foster respect for public law enforcement officers.”
“Laws which may infringe on the First Amendment must be drafted
narrowly and accomplish a legitimate objective,” argued Smith, and
the Washington law’s objectives are “plainly impermissible under
the First Amendment.” Smith stated “Evidence must be absolutely
compelling to allow censorship, and in no (other legal case) has a
study been accepted as clearly showing a link (between violent video
games and the subsequent commission of violent acts).” Smith used
the example of the prosecution of a store clerk who rented videos
to underage youths despite not knowing that by renting the video
he is breaking the law.
Assistant Attorney General Carol Murphy defended the

Legislature’s efforts and the studies used to support the Violent
Video game Law. “The trend is toward links being shown between
violence and violent video games,” she stated. The law is “legally
permissible even if it left video game makers somewhat uncertain
about what they’re allowed to portray, thus inhibiting, or “chilling,”
their behaviour beyond what is required by the law. Some chilling
effect does not make the statute unconstitutional.”
Case law in the area is growing. The 6th, 7th and 8th Circuits
have heard cases regulating video games with violent content. The
6th Circuit ruled in favor of the video games being protected by
the First Amendment, and the 7th and 8th Circuits struck down laws
from St. Louis and Indianapolis that attempted to regulate video
game content.
The Washington State case is likely to be heard by the 9th Circuit
regardless of the outcome of the Seattle Federal Court suit ...

CHILDREN FORCED TO SETTLE BY RECORD INDUSTRY GIANT!
Rather than face lawyers for the Recording Industry
Association of America (RIAA), Brianna LaHara, a 12-year old girl
from New York, agreed to pay $2,000 to settle the one of 261
lawsuits filed against violators of U. S. copyright laws. Brianna’s
mother settled the lawsuit by RIAA conceding that the honors
student “[U]nderstand[s] now that file sharing the music was illegal.”
RIAA justified its assault on illegal downloaders such as LaHara to
help consumers “[K]now they may get caught, therefore they should
not engage in this behavior (downloading music from the internet
and sharing them).”
Despite the potential damage to the industry’s image by suing
12-year old children, the impact of such lawsuits is aimed to lessen
the impact from an estimated $697 million dollar loss in sales due
to downloading in the year 2002 alone. “The real hope is that people
will return to the record store,” BigCampagne, LLC, CEO, Eric
Garland said. The company tracks peer-to-peer internet trends. “The
biggest question is whether singling out a handful of copyright
infringers will invigorate business or drive file sharing further
underground, further out of reach (from the recording industry)”
noted Garland.
Meanwhile, Brianna’s mother exclaimed that “For crying out
loud, she’s just a child,” but “You can be sure [she] won’t be doing
it anymore.” ...

CHILDREN AND THE GIANT PHASE 2!
While RIAA chases children and others in court, music labels,
movie studios and other content creators may be developing a
cottage industry. MediaDefender Inc., a Los Angeles company,
Overpeer Inc., a New York company, BayTSP Inc. and Ranger Online
Inc., are companies who use software to seek out pirated materials at
peer-to-peer (P2P), networks, chat rooms, newsgroups and Web sites.
Acting as detectives for the entertainment and software
companies, such companies use among other tactics, file-sharing
networks with decoys, mainly masquerading as popular songs, to
take downloaders to sites where the real songs are sold, and to
advise the web traveler that the song is not free and downloading
for file sharing is illegal. The cottage industry has increased its
activities resulting in infringement notices flooding downloaders.
The anti-piracy specialists act secretively and are largely unknown
except to themselves, their clients and would be downloaders. The
practice has however drawn the attention of at least one legislator,
U. S. Rep. Howard Berman, D-Calif., who has sought legislation to
give entertainment companies license to interfere with file trading.
Although the Section’s website is under construction, the Journal
can be accessed on-line at www.stcl.edu ...
Sylvester R. Jaime—Editor
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Copyright Law: Who Owns that Song?
By
Alan I. Cyrlin, Esq.
and
Dennis T. Yokoyama1

“Only one thing is impossible for God: to find any sense in any copyright law on the planet.”
- Mark Twain’s Notebook, 1902-1903.2
Alan I. Cyrlin, Esq. is a member of Wasserman, Comden, Casselman & Pearson LLP, and specializes in intellectual property and entertainment law in Los Angeles, California.
Dennis T. Yokoyama, Esq. is an Associate Professor at Southwestern University School of Law in Los Angeles, California.

Introduction
Nowhere is Twain’s axiom more apparent than in the law of
copyright ownership to music.
The following hypothetical brings the point home:
Rocker, a successful pop singer during the 1980s, wants to
release a song to rejuvenate her career. She sees Manny Musician
performing at a popular nightclub. Impressed, she pays Manny
$1,000 to write the music and lyrics to a song, which Manny entitles
“I Work for No Man and I’m Not Hired.”
Before creating the song, Rocker has Manny sign a Work for
Hire Agreement, which states that any song written by Manny for
Rocker will belong to Rocker and is created as a work for hire.
Both agree that Manny is an independent contractor.
Rocker releases the song in a CD, I Gotta Have It, that also
includes songs that she authored. She also registers the song that
Manny wrote for her with the United States Copyright Office.
The song is a gigantic hit.
Manny, thinking that he owns the copyright to the song, wants
Rocker to pay him royalties. Rocker -- pointing to the Work for
Hire Agreement -- tells Manny to get lost.3
Who’s right?
There should be a straightforward answer. In the world of
copyrights, however, straightforward answers are rare. The result
depends on several issues that are as old as the Copyright Act itself.
Remarkably, these issues have not been resolved.

Authorship and the Work for Hire Doctrine
Whether Manny or Rocker owns the song depends on who is
the song’s “author.”4 Legal ownership of copyright in a work “vests
initially in the author or authors of the work.”5 Generally, the
author is the party who actually creates the work, that is, the person
who translates an idea into a fixed, tangible expression.6 Thus,
since only Manny wrote the song, then he is, at least initially and
assuming that there was no work for hire arrangement, presumably
the owner of the copyright.
But, what about the work for hire contract? Doesn’t this give
Rocker ownership of the copyright?
Maybe.
The work made for hire doctrine, which is codified in the
Copyright Act, 17 U.S.C. § 201(b), states that the employer or
other person for whom the work was prepared is considered the
author . . ., and, unless the parties have expressly agreed
otherwise in a written instrument signed by them, owns all the
rights to the copyright. The Copyright Act provides two
independent and distinct circumstances where a work can be created
as a work made for hire: (1) works created by an employee within

the scope of employment, and (2) certain “specially commissioned
or ordered” works.7
Under 17 U.S.C. § 201(b), if a work is created by an employee
in the course of employment, the employer owns the copyright.8
Thus, if Manny created the music within the scope of an employeremployee relationship with Rocker, the owner of the copyright
would be Rocker (the employer) – not Manny.9 In our hypothetical,
however, the parties agree that Manny is an “independent
contractor,” not an employee.
The second circumstance where the work made for hire
doctrine may be applied occurs when the artist signs a work for
hire agreement to create certain specially commissioned or
ordered works.10 The language in the Work for Hire Agreement
between Manny and Rocker would be sufficient to create a workfor-hire relationship 11 – assuming that the other statutory
requirements are met.12
And this is where the musical waters get muddy. It is unclear
whether music is one of the categories of works that may be deemed
a work for hire under 17 U.S.C. §101(2). In late 1999, the
Recording Industry Association of America (RIAA) lobbied
Congress to amend 17 U.S.C. § 101 so that “sound recordings”
would be on the list of commissioned works that could be deemed
works for hire.13 Critics and outraged musicians later charged that
the amendment was inserted without public hearings, and at the
last minute, as a supposed “technical” and “clarifying change” to
preexisting law.14
On October 27, 2000, then-President Clinton signed
legislation repealing the amendment. Congress, however, specified
that the repeal did not determine whether a sound recording might
nonetheless be deemed a work made for hire, thus creating an open
question of law.15
So, may the sound recording at issue be considered one of the
categories covered by the work-for-hire doctrine? The few cases
directly addressing this issue have held that sound recordings are
not works made for hire because they are not specifically included
in the 17 U.S.C. Section 101.16 The legislative history of a bill
extending limited copyright protection to sound recordings, which
was passed by Congress and signed into law on October 15, 1971,
suggests that Congress did not intend to include music as one of
the categories which may be deemed a work-for-hire.17

Other Theories
If the work made for hire doctrine does not apply, Rocker still
may have a theory to fall back on. First, Rocker may claim the
song is a “collective work.” Section 101 defines a “collective work”
Continued on page 5
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as “a work, such as periodical issue, anthology, or encyclopedia, in
which a number of contributions, constituting separate and
independent works in themselves are assembled into a collective
whole.” Arguably, each sound recording on the Master (Rocker’s
I Gotta Have It CD) is a “contribution” and a separate and
independent work or a collection of preexisting works, anthologies,
which should meet the work-for-hire criteria. In fact, courts have
protected as collective works a television program that combined
several songs and dances created by others;18 a television station’s
selection and arrangement of several television programs produced
by others into a “broadcast day;”19 and a film consisting of excerpts
of Charlie Chaplin motion pictures.20
Second, Rocker may contend that the CD is a “compilation.”
Section 101 of the 1976 Copyright Act defines a compilation as “a
work formed by the collection and assembling of preexisting
materials or of data that are selected, coordinated or arranged in
such a way that the resulting work as a whole constitutes an original
work of authorship.” Rocker would contend – as record companies
have long contended – that sound recordings qualify as compilations
since they constitute the “assembled creative output of multiple
parties, and as such are the compiled effort of numerous persons.”21
Alternatively, if the song is part of an album or CD, the sound
recording qualifies as a compilation because it “consists of a
collection of individual tracks organized together” as an album or
CD.22
Third, both Rocker and Manny may claim that, even in the
absence of a written contract, each side has an implied license to
the work. In Effects Assocs. v. Cohen, 908 F.2d 555 (9th Cir. 1990),
a film producer (Cohen) claimed that he owned the copyright in
special effects film footage depicting “great gobs of alien yogurt
oozing out of a defunct factory.” The footage was produced by
Effects Associates, a special effects company, and there was no
written assignment of copyright.23 The court ruled that Effects
retained ownership of the copyright, but that Cohen had an implied
license to use it in his horror film, “The Stuff,” because Effects
had “created the work at [Cohen’s] request and handed it over,
intending that [Cohen] copy and distribute it.”24
Lastly, and similarly, each party may claim that the song was a
“joint work.”25 A “joint work” is “a work prepared by two or more
authors with the intention that their contributions be merged into
inseparable or interdependent parts of a unitary whole.”26 Authors
of a “joint work” are co-owners of the work and hold rights similar
to tenants in common. Each author has an undivided right to exploit
the work, may grant nonexclusive licenses without obtaining
consent from any other co-author, and may assign his or her rights
in the work to a third party.27
A key element in unraveling whether a joint work exists is what
the authors intended when the work is created. To determine intent,
courts often look for evidence of “billing” or “credit.” Accordingly,
an author’s good faith description of him/herself as sole author on
a copyright notice, copyright registration, or elsewhere, may be
probative of intent. Secondly, to qualify as a joint work, each
author’s contribution must be independently copyrightable. Control
over the finished work and whether the audience appeal turns on
both contributions are also significant in determining ownership.28

Conclusion
So, who owns the song? The answer is that there is no answer
– at least not yet. Given the fact that Congress did not include
music as one of the categories of works covered by the work-forhire doctrine, authors of music and those who they contract with

to produce the music must navigate a labyrinth of legal theories to
stake their claim to the work. No one legal theory can possibly
apply to the variety of situations that may arise between authors
and producers. Practitioners should take note of the panoply of
potentially applicable legal theories discussed in this Article: (1)
collective works; (2) compilations; and (3) implied licenses to the
work at issue; and (4) joint works. Rocker’s problem, however,
could have been avoided if she had a obtained a written agreement
with Manny assigning Manny’s copyright to her, to the extent that
the work-for-hire agreement was invalid.29
.Alan I. Cyrlin, Esq. is a member of Wasserman, Comden, Casselman & Pearson LLP, and specializes in
intellectual property. Dennis T. Yokoyama, Esq. is an Associate Professor at Southwestern University School of
Law.
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Patching Over a Perceived Hole in Trademark Law:
An Analysis of the Inapplicability of Trademark Law to the Use of Counterfeit Sports Logos
By Mark A. Kahn1
Mark A. Kahn is a litigator with Rogers Joseph O’Donnell & Phillips in San Francisco. He holds a J.D. from the University of California at
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I. Introduction
Suppose you are planning to go to a major league baseball
game during the upcoming weekend. To prepare for your outing,
you go down to your local mom-and-pop sporting goods retailer
to purchase a shirt featuring the logo of your favorite baseball team.
At the store, you see several different styles of shirts ranging from
an eight-dollar shirt that feels like it will fall apart the first time it
is washed to a twenty-dollar 100%-cotton tee shirt. You may or
may not consider whether either your favorite team or Major
League Baseball “officially” sponsors any or all of the shirts, but
you probably do not care. Rather, your primary interest is in
obtaining a piece of quality merchandise that will allow you to
express your loyalties at the ballpark.
After weighing the options, you settle on the top-of-the-line
twenty-dollar shirt. Unbeknownst to you (or even the owners of
the store), the shirt you chose is not officially licensed by Major
League Baseball. In fact, it is part of a series of professional sports
team shirts produced by an unlicensed, third-party vendor. This
vendor operates his business by purchasing plain, white shirts from
a clothing wholesaler and then has various designs and logos
pressed onto the shirts. As it happens, the shirts used by this vendor
are identical in fabric blend and quality to the shirts used by vendors
that are officially licensed by Major League Baseball. In fact, the
only difference between the shirts is that an unlicensed vendor
produces one set and a licensed vendor produces the other.
If you asked a layperson (or even most attorneys) what was
wrong with the third-party vendor’s behavior in the above
hypothetical, you would likely be instructed that the third-party
vendor was infringing the trademark of the Major League Baseball
team. However, the behavior of the third-party vendor does not
constitute infringement under traditional federal trademark law.
While the apparent equities of such a hypothetical may compel
some courts to find that the team’s trademark has been infringed,
the principles of trademark law do not support such holdings.

II. Background Law
Although the Lanham Act, the current federal statute governing
trademark law, was originally signed into law only in the first half
of the twentieth century,2 legal protection for trademarks has
existed for several centuries.3 The Lanham Act did not represent a
significant change in trademark law; rather, it merely codified many
of the common law trademark protections that had developed over
the previous four centuries.4

A. Underlying Theory of Trademark Law: The Lanham
Act as a Consumer-Protection Statute
Two significant interests are advanced by the Lanham Act: 1)
the interests of the consumer in knowing that a given product comes
from a known producer; and 2) the interests of the manufacturer

in being permitted to develop and control the good will associated
with a given product.5 While these two sets of interests are not
mutually exclusive, trademark law is a consumer protection law,6
and as such, the interests of manufacturers are irrelevant except to
the extent that consumer interests are affected.7
Trademark law’s focus on the consumer stems from the way
that a trademark functions. A trademark permits a consumer to
know something about the quality of a given product without
investing time and money researching the specifics of the product.8
Thus, trademarks reduce transaction costs. Because the trademark
owner is known to produce goods of a certain quality, consumers
can assume that future goods will be of a similar quality.
The consumer focus of trademarks is manifested in the
definition of the term under the Lanham Act. Under the Act, a
trademark is defined as follows:
[t]he term “trademark” includes any word, name, symbol,
or device, or any combination thereof –
(1) used by a person, or
(2) which has a bona fide intention to use in commerce
and applies to register on the principal register
established by this Act,
to identify and distinguish his or her goods, including a
unique product, from those manufactured or sold by others
and to indicate the source of the goods, even if that source
is unknown.9
Under this definition, the mark only functions as a trademark
to the extent that the mark serves as a source identifier to
consumers. As a result, when marks are not functioning as
trademarks, the Lanham Act does not protect their use.
Two decades before the Lanham Act was passed, the Harvard
Law Review published Frank Schechter’s now seminal piece on
trademark law entitled “The Rational Basis of Trademark
Protection.”10 In this oft-cited work, Schechter provides a thorough
discussion of how trademarks function in commercial society.11
Specifically, he notes that:
[The trademark] indicates, not that the article in question
comes from a definite or particular source, the
characteristics of which or the personalities connected with
which are specifically known to the consumer, but merely
that the goods in connection with which it is used emanate
from the same – possibly anonymous – source or have
reached the consumer through the same channels as certain
other goods that have already given the consumer
satisfaction, and that bore the same trademark.12
Schechter goes on to remark that “[t]he true functions of the
trademark are, then to identify products as satisfactory and thereby
to stimulate further purchases by the consuming public.”13
Two years after the Lanham Act was passed, Professor Ralph
Brown published an important article regarding the economics of
Continued on Page 7

7
Continued from Page 6

trademarks as they relate to advertising.14 In the piece, Professor
Brown recognizes that “[t]he informative job of trade symbols is
conventionally considered to be identification of source; and it is
this capacity which courts traditionally have protected.”15
Consequently, from the earliest days of the current statutory
framework of trademark law in the United States, legal scholars
have focused on how trademark law is designed to protect and assist
consumers rather than on how businesses benefit from trademark law.
The purpose of the Lanham Act as embodied in 15 U.S.C. §
1127 reflects this overriding concern for the consumer:
[t]he intent of this act is to regulate commerce within the
control of Congress by making actionable the deceptive
and misleading use of marks in such commerce; to protect
registered marks used in such commerce from interference
by State, or territorial legislation; to protect persons
engaged in such commerce against unfair competition; to
prevent fraud and deception in such commerce by the use
of reproductions, copies, counterfeits, or colorable
imitations of registered marks; and to provide rights and
remedies stipulated by treaties and conventions respecting
trademarks, trade names, and unfair competition entered
into between the United States and foreign nations.16
Although nothing in the expressed intent of the Lanham Act
limits trademark causes of action to situations where consumers
are confused resulting in misappropriation of good will, this
subsection focuses on deceptive and misleading practices, which
necessarily focuses the inquiry on the minds of consumers and the
public in general. Consequently, the implication of this subsection
of the Lanham Act is that consumer confusion must be present in
order for the Lanham Act to apply.
Admittedly, “intent” sections of statutes do not necessarily
reveal the true Congressional purpose that underlies a given law.
However, the legislative history of the Lanham Act further supports
the claim that Congress hoped to protect consumers against
deception:
[W]hen it is considered that the protection of trademarks
is merely protection to good will, to prevent diversion of
trade through misrepresentation, and the protection of the
public against deception, a sound public policy requires
that trademarks should receive nationally the greatest
protection that can be given to them.17
The legislative history thus reflects a desire to prevent
misappropriation of good will in the context of preventing harm to
consumers.
The legislative history further indicates that there is not a
property ownership of a trademark except to the extent that the
unauthorized use of a trademark results in deception.18 “[T]he
fundamental principles of trademark law have essentially been ones
of tort: the tort of misappropriation of the good will that the
trademark owner has established in the minds of consumers, and
the tort of deception of the consumer. In this sense, trademarks
may not be thought of as ‘property rights’ at all.”19 As a result,
trademark law is not concerned with misappropriation in monetary
terms per se. Rather, trademark law only cares about loss of revenue
to the trademark owner to the extent that the trademark owner has
also wrongly had its good will misappropriated.
It is plausible to argue that the Lanham Act essentially
constitutes a federal law of unfair competition. However, while an
acknowledged goal of the Lanham Act is to stop unfair competition,

the Lanham Act does not create a general federal law of unfair
competition.20 In fact, trademark law is merely a small subset of
the law of unfair competition.21
As a result, trademark law cannot serve as a vehicle to stop all
types of unjust business practices. While unfair competition deals
with all practices relating to the purchase of goods, trademark law
focuses just on practices that hinder the source-identifying function
of the mark that appears on the underlying goods.22 For example,
if a manufacturer’s competitor were to go to a retail store and hide
all of that manufacturer’s goods, that would probably constitute
unfair competition but not trademark infringement. To the extent
that the Lanham Act prohibits unfair competition, that prohibition
is most prevalent in § 43(a).23 According to one court, “Congress’
purpose in enacting § 43(a) was to create a special and limited
unfair competition remedy[.]”24 Importantly, because of the
construction of the section, the statute only covers unfair
competition to the extent that false description (i.e. false
advertising) or false designation of origin is involved.25 Moreover,
the court in Gold Seal Co. v. Weeks interpreted § 43(a) as follows:
[i]n effect it says: you may not conduct your business in a
way that unnecessarily or unfairly interferes with and injures
that of another; you may not destroy the basis of genuine
competition by destroying the buyer’s opportunity to judge
fairly between rival commodities by introducing such
factors as false descriptive trademarks which are capable
of misinforming as to the true qualities of the competitive
products.26
Thus, while the Lanham Act, and more specifically, § 43(a) of
the Lanham Act, seeks to prevent unfair competition, it is only a
small subset of unfair competition that falls within the ambit of
the Lanham Act.
Given the limited nature of trademark law as a prohibition
against unfair competition, it is worth considering what constitutes
misappropriation of good will. Good will is not easily defined, but
one court summed it up as “the favorable consideration shown by
the purchasing public to goods known to emanate from a particular
source.”27 Moreover, as McCarthy explains, “[a] trademark is a
very peculiar kind of property. For it has no existence apart from
the good will of the product or service it symbolizes. Good will of
a business and its symbol, a trademark, are inseparable.”28
Thus, the trademark itself does not have good will; rather, the
good will of the trademark is wrapped up with the good will of the
underlying products. A trademark owner creates good will in his
mark with respect to his products by repeatedly attaching his mark
to products of a certain quality level. Thus, an infringer
misappropriates the good will of the trademark owner when the
infringer attaches a “counterfeit” mark to his own goods and
attempts to sell his products based on that good will that the
trademark owner has built up over the years.

B. Manifestations of the Consumer-Protection Theory:
Trademark Disputes Under the Lanham Act and the
Common Law
Given the consumer-protection focus of trademark law, it is
worth discussing the specifics of how trademarks are protected
under federal law. The section begins with a discussion of standing
under the Lanham Act. A discussion of traditional trademark
infringement and infringement by dilution follows. The section
concludes with a discussion of the various defenses to trademark
infringement that may be applicable to sports logo scenarios.
Continued on Page 8
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1. The “Standing” Anomaly
An interesting characteristic of trademark law is that although
the key component of a trademark law cause of action is consumer
confusion, consumers do not have standing to sue.29 Instead, only
the trademark owner is authorized to institute a cause of action.30
Arguably, this suggests that because standing to sue resides solely
with trademark owners, the key to any trademark law inquiry is
whether there has been misappropriation rather than whether there
has been consumer confusion. However, for several reasons, this
argument over-simplifies the reason why consumers lack standing,
and the focus of any trademark infringement action continues to
be on the likelihood of consumer confusion.
First, although trademark law requires that consumers be
confused, the trademark owners incur a much greater amount of
harm. Specifically, while the individual consumer suffers because
he does not get the product that he thought he was getting, the
trademark owner suffers in two ways: 1) the revenue that she was
entitled to is diverted to the counterfeit manufacturer; and 2) the good
will she has invested time and money in developing deteriorates,
assuming that the counterfeit goods are of a lesser quality.
Second, the trademark owners are the ones that are intimately
familiar with their trademarks. Thus, they are more likely than the
average consumer to know that their trademarks have been infringed.
Even if consumers were aware that they had bought counterfeit
goods, letting consumers sue would be extremely inefficient for
two reasons: 1) there would be the potential for duplicative lawsuits
in many jurisdictions; and 2) a potential plaintiff would have to
learn a great deal from both the trademark owner and the counterfeit
manufacturer before instigating a lawsuit. Ultimately, requiring a
consumer to sue probably would have the effect of merely forcing
trademark owners to find an aggrieved consumer to be the plaintiff
in a trademark suit against a counterfeit manufacturer.
Third, because trademark owners suffer so much more, they
are much more likely to bring suit for trademark infringement than
an affected consumer would be if consumers were authorized to
do so. Certainly, if a consumer bought a BMW car that turned out
to be a counterfeit, he would probably go to great lengths to get his
money back. In those circumstances, giving consumers the sole
right to sue would probably be sufficient to curtail counterfeiting.
However, if a consumer bought a Duncan Yo-Yo that turned out to
be counterfeit, the consumer probably would not sue.
Finally, even though consumers do not have standing to sue
under trademark law, they might be able to sustain a cause of action
under state law fraud statutes. Thus, it is unnecessary to have
trademark law be the body of law under which consumers seek
redress from counterfeit manufacturers. In contrast, some sort of
trademark law probably is necessary in order for aggrieved trademark
owners to have a plausible mechanism of recourse.

2. Infringement
a) Traditional Trademark Infringement
Trademark infringement analysis focuses on the likelihood of
consumer confusion. Specifically, if the defendant’s conduct is
likely to cause confusion in the minds of consumers with respect
to the source of the product, a court may find that the defendant
has infringed the plaintiff’s trademark.
Two sections of the Lanham Act codify the likelihood of
confusion requirement with respect to the situation described in

the above hypothetical. First, § 32 states that a defendant will be
liable for trademark infringement if the defendant uses a mark in
connection with the sale of goods or services that is likely to cause
confusion with the plaintiff’s registered trademark.31 When a
plaintiff alleges that a defendant has infringed the plaintiff’s
trademark, the court will evaluate the case under the standards set
forth in § 32. Although § 32 does not explicitly define what
“confusion” entails, because § 45 defines a trademark in terms of
its source-identifying function,32 confusion must necessarily refer
to confusion as to the source of the underlying goods.
Second, § 43(a)(1) is also relevant to the likelihood of
confusion analysis, specifically with respect to the subset of
protectable trademarks known as trade dress and product
configurations. The subsection provides that:
[a]ny person who, on or in connection with any goods or
services, or any container for goods, uses in commerce
any word, term, name, symbol, or device, or any
combination thereof, or any false designation of origin,
false or misleading description of fact, or false or
misleading representation of fact, which –
(A) Is likely to cause confusion, or to cause mistake, or to
deceive as to the affiliation, connection or association of
such person with another person, or as to the origin
sponsorship, or approval of his or her goods, services, or
commercial activities by another person
shall be liable in a civil action by any person who believes
that he or she is or is likely to be damaged by such act.33
Thus, § 43(a)(1) prohibits the infringement of a plaintiff’s
trademarks, regardless of whether or not the mark is registered. In
addition, this section explicitly extends protection beyond words
or phrases to include what is known as the trade dress of products.
Although § 32 and § 43 protect different types of trademarks,
both sections focus on the likelihood of consumer confusion. In
AMF Inc. v. Sleekcraft Boats,34 the Ninth Circuit outlined the typical
test that courts will apply in determining whether there is a
likelihood of confusion. The factors to be considered include: 1)
strength of the mark; 2) proximity of the goods; 3) similarity of
the marks; 4) evidence of actual confusion; 5) marketing channels
used; 6) type of goods and the degree of care likely to be exercised
by the purchaser; 7) defendant’s intent in selecting the mark; and
8) likelihood of expansion of the product lines.35 While evidence
of actual confusion can certainly strengthen a plaintiff’s position,
it is not required for the plaintiff to prevail.36
The underlying theory of trademark law37 requires that the
likelihood of confusion analysis be the focus of a trademark
infringement suit where related goods are involved. In contrast, if
the defendant is selling goods that are unrelated and dissimilar to
the plaintiff’s goods, likelihood of confusion can be much harder
to prove because the plaintiff has to demonstrate that consumers
are likely to assume that the plaintiff has started producing goods
in an industry that is completely unrelated to the plaintiff’s
previously produced goods. In those situations, the plaintiff may
have to rely on a dilution theory to prove trademark infringement.38
However, if the goods produced by the defendant “compete for
sales with those of the trademark owner, infringement usually will
be found if the marks are sufficiently similar that confusion can be
expected.”39 Consequently, in situations where the defendant has
used the plaintiff’s exact trademark to sell goods that are similar
to goods that the plaintiff is selling, a court can probably infer a
sufficient likelihood of confusion to hold that the defendant is
Continued on Page 9
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infringing the plaintiff’s mark.40
Notably, if a mark on a product does not indicate that the product
is coming from a particular source, the mark is not functioning as
a trademark.41 For example, if a newspaper prints a story and
includes a third party company’s trademark in a graphic that
accompanies the story, the third party company’s trademark is not
functioning as a trademark. That is, the inclusion of the trademark
does not cause consumers to believe that the company sponsors
the newspaper or is the source of the newspaper. In contrast, if the
newspaper substituted the logo of a competing newspaper on its
banner, the competing logo would be functioning as a trademark,
and the competing newspaper probably would succeed in a
trademark infringement suit.
However, a company’s trademark can perform its trademark
functions even if consumers do not know the identity of the source
of the underlying product.42 For example, consumers who see Ritz
Crackers do not necessarily know that Nabisco produces Ritz
Crackers. However, the Ritz Crackers logo is still performing a
source-identifying function because consumers know that the logo
means that the crackers come from a single source and can expect
a certain quality level when the logo appears on a product. Thus, a
mark functions as a trademark if the consumer knows that the
underlying product comes from a single source even if the consumer
cannot identify specifically who the source is.

b) Infringement by Dilution
Unlike infringement under a likelihood of confusion theory,
infringement under a dilution theory is an extremely recent
development of federal trademark law.43 Under dilution, a plaintiff
can sustain a cause of action against a defendant for trademark
infringement even if there is no likelihood of confusion as to
source.44 The statute defines dilution to “mean[] the lessening of
the capacity of a famous mark to identify and distinguish goods or
services, regardless of the presence or absence of – (1) competition
between the owner of the famous mark and other parties, or (2)
likelihood of confusion, mistake or deception.”45 Thus, dilution is
premised on the theory that the holder of a famous mark could be
damaged if another person used the same or similar mark to sell
completely unrelated goods or services. Notably, although dilution
is a recent addition to the federal statute, it has existed at common
law and in various state statutes for many years after being first
outlined in Schechter’s article in 1927.46
The dilution theory of trademark infringement is controversial
because it seems to push trademark law more towards a property
rights based theory.47 Although the ostensible reason for permitting
a dilution claim is that the plaintiff’s trademark could lose its
distinctiveness and thus its source-identifying ability, dilution does
not require a likelihood of confusion and thus ignores the consumer
state of mind that is the focus of traditional trademark law.
While infringement based on a likelihood of confusion can be
alleged by any holder of a valid trademark, dilution is only available
to holders of truly famous marks,48 though what constitutes a
famous mark depends on the given court’s interpretation of the
statute. While the statute does not provide a definition of the term
“famous mark,” it suggests several criteria to consider.49 Logos of
professional sports teams probably would be considered famous
under the suggested criteria.50
Infringement via dilution is typically proven under one of two
theories: 1) blurring; and 2) tarnishment. Under the blurring theory,
the plaintiff’s trademark loses some of its distinctiveness because
of the defendant’s use of the same or similar mark.51 Unlike with

the likelihood of confusion analysis, for a court to find for a
plaintiff under dilution theory, the defendant and plaintiff can
operate in completely different fields with no overlap of products.52
For example, if someone were to produce Kodak bicycles, the
Kodak film company would probably be able to raise a trademark
infringement claim based on a dilution theory.53
Under the tarnishment theory, the plaintiff’s good will is harmed
because the defendant’s conduct creates a link in the consumer’s
mind between the plaintiff’s mark and goods of unsavory or shoddy
quality.54 Again, there is no requirement that the defendant and
plaintiff operate in related fields or manufacture related products.55
For example, returning to Kodak, a court enjoined a stand-up
comedian from using “Kodak” as his stage name because the
comedian’s crude jokes impaired Kodak’s reputation and thus
constituted tarnishment.56

3. Defenses
An accused infringer has numerous defenses that it may
invoke.57 For instance, if the plaintiff has failed to adequately police
the use of its trademark, the defendant may claim that the plaintiff
has abandoned its trademark.58 A court may find that a defendant
has abandoned its trademark even if the defendant registered the
trademark with the Patent and Trademark Office.
In the context of licensing arrangements, a court may deem
that a plaintiff has abandoned its trademark if it fails to exercise a
sufficient level of control over the licensee.59 The Lanham Act
provides that supervised licensing is permissible and will not render
a trademark abandoned while “naked licensing” will constitute
abandonment.60 As long as a trademark owner exerts some control
over the use of his trademark in these licensing agreements, a court
probably would find that the mark has not been abandoned.61
Trademarks that involve product designs or configurations fall
under the subset of trademark law known as trade dress.62 Trade
dress law recognizes a unique defense known as functionality.63
Under the doctrine, a trademark owner cannot obtain trademark
protection based on the functional aspects of the trademark.64
Functional aspects are those features of the trade dress that are
necessary for another company to compete with the trademark
owner.65 For instance, in Stormy Clime Ltd. v. ProGroup, Inc.,66
the court outlined the test for whether a feature is functional.67
Specifically, the court explained that just because a feature is an
important ingredient in the commercial success of the product does
not render the feature functional.68 Rather, the feature must be
essential to the purpose of the product to be considered
functional.69 Thus, in Stormy Clime, although the Second Circuit
remanded the case on the issue of functionality, the question was
whether shingles and vents, high-sheen material and a hood were
functional features of a rain jacket.70 Consequently, on remand,
the district court needed to consider whether each of these features
was essential to the purpose of the rain jacket.
The underlying theory of the functionality defense is that a
trademark holder should not be granted protection for features that
could receive protection under other areas of intellectual property
law, specifically patent law.71 If a trademark owner could gain
protection under trademark laws for functional features, the
trademark owner would be usurping the patent laws to obtain a
monopoly with no temporal restrictions. Under patent law,
inventions fall into the public domain after 20 years at most.72 Thus,
without the functionality defense, functional features of a trademark
potentially would never fall into the public domain and society would
Continued on page 10
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be denied the benefits that the patent laws are designed to ensure.73
Related to the functionality defense to trademark infringement
is the much slipperier defense of aesthetic functionality.74 Aesthetic
functionality embodies the concept that a feature or design is
desirable simply because of its aesthetic appeal.75 Such a feature
or design is not essential in a functional way. However, the public
purchases the product primarily based on the aesthetic appeal of
that design. For example, courts have determined that patterns on
silverware76, luggage fabric patterns77, and tractor colors78 are all
aesthetically functional because the features do not make the
underlying products function better but they would provide a
competitive advantage if one party had a monopoly over the features.
Under the Restatement (Third) of Unfair Competition, aesthetic
functionality is defined as follows:
A design is functional because of its aesthetic value only if
it confers a significant benefit that cannot be duplicated by
the use of alternative designs. Because of the difficulties
inherent in evaluating the aesthetic superiority of a particular
design, a finding of aesthetic functionality generally will
be made only when objective evidence indicates a lack of
adequate alternative designs. Such evidence typically exists
only when the range of adequate alternative designs is
limited by either the nature of the design feature or the
basis of its aesthetic appeal. The ultimate test of
functionality, as with utilitarian designs, is whether the
recognition of trademark rights would significantly hinder
competition.79
As with the standard functionality defense, the test focuses on
the effects on competition. That is, the question focuses on whether
the defendant could use an alternative design and still compete with
the plaintiff for sales.
The underlying rationales for permitting a defense of aesthetic
functionality are controversial. On the one hand, unlike standard
functionality, features that are considered aesthetically functional
probably cannot receive patent protection, and as such, plaintiffs
have no other mechanism to protect their creative designs other
than through trademark law. On the other hand, there is no
compelling reason to let trademark owners have a monopoly over
some design feature that adds nothing of value to the product.
Although the merits of aesthetic functionality are debatable,
the defense remains viable for accused infringers. Because
purchasers of team merchandise probably would strongly prefer
the actual logo of their favorite team to appear on the merchandise
rather than merely the team name or some unauthorized logo, such
official logos properly fit under the definition of aesthetically
functional features.

III. Discussion
A. Applying Trademark Law to Counterfeit Logo
Manufacturers
1. Prohibition on Counterfeiting under the ConsumerProtection Theory of Trademark Law
For a given trademark to function properly, the trademark
holder must take efforts to keep the trademark from being
counterfeited. Early trademark law cases “reflect[ed] an awareness
of the need to provide a legal remedy against counterfeiting.”80 In

most counterfeiting situations, the defendant has attempted to “palm
off” his products as that of the rightful trademark owner. A
manufacturer is liable for palming off a trademark owner’s
legitimate trademark when the palming off results in consumer
confusion.81 Thus, the counterfeit manufacturer attempts to trade
on the good will that consumers have come to associate with the
trademark.
However, the desire to prevent counterfeiting does not stem
from concern for the moneymaking abilities of the trademark
owner. Rather, trademark law has always sought to prevent
counterfeiting because of the effect on consumers.82 Specifically,
if a counterfeiter makes a poor quality product and attaches to his
product a trademark that signifies high quality, consumers will
purchase the “counterfeit goods” on the basis of the trademark.
Eventually, the good will associated with that trademark will
deteriorate. As a result, consumers will not be able to rely on the
trademark to provide information concerning the quality of a
product. Consequently, if counterfeiting were not prohibited, the
primary function of trademarks would be significantly hampered.
Notably, trademarks do not provide perfect information. For
instance, a company that has produced high quality goods for many
generations may suddenly begin to produce low quality goods. The
drop-off in quality may result from any number of events including
a change in ownership, a switch in manufacturing processes, or the
implementation of cost-cutting mechanisms. Initially, consumers
purchase goods with the trademark because the trademark has
traditionally indicated that the associated goods are of high quality.
However, if future goods do not live up to that quality level, the
trademark owner’s good will rightly deteriorates, and consumers
assume that future goods will be of a similar lesser quality.
Eventually, consumer perception of quality and actual quality
correlate, at least until the next shift in quality.
Critics of the consumer confusion requirement of trademark
law might argue that the imperfect information provided by
trademarks implies that a cause of action against counterfeiters
should not require a showing of a likelihood of consumer confusion.
In other words, these critics would claim that consumers would
not necessarily have an accurate perception of the quality associated
with a given trademark because of the imperfect nature of the
information provided by trademarks. However, this criticism is
unpersuasive for two reasons: 1) the information is imperfect only
for short periods of time following relatively infrequent changes in
the quality level of the underlying goods; and 2) the existence of a
disparity between consumer perceptions and actual quality levels could
be for legitimate reasons and therefore does not obviate the need for
trademark owners to show a likelihood of consumer confusion.

2. The Boston Professional Hockey Decision
In Boston Professional Hockey Association, Inc. v. Dallas
Cap & Emblem Mfg., Inc.,83 the Fifth Circuit considered the precise
question of whether a sports team can claim trademark protection
on merchandise that features the logo of the sports team.84 In
Boston Professional Hockey, the National Hockey League and
thirteen teams brought suit against Dallas Cap & Emblem
Manufacturing, Inc. after the defendant sold emblems representing
the various teams to sporting goods stores without authorization
from the league or any of the teams.85 Notably, prior to selling the
emblems, the defendant attempted to enter into a license agreement
with the NHL to be an authorized distributor of such emblems.86
However, the negotiations were unsuccessful, and the defendant
proceeded to sell the emblems without authorization.87
Continued on page 11
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While the district court found for the league and the teams
under an unfair competition claim, the court denied the Lanham
Act federal trademark infringement claim.88 Moreover, the court
only granted injunctive relief as it refused the plaintiffs’ requests
for damages. Consequently, the league and the teams appealed.89
On appeal, the Fifth Circuit reversed and held that the defendant
was liable under an infringement claim (15 U.S.C. §1114)90 and a
false designation of origin claim (15 U.S.C. §1125).91 Additionally,
the court affirmed the district court’s finding for the plaintiffs on
the unfair competition claim.92 In finding for the plaintiffs, the
court noted three underlying justifications for its decision:
First, the major commercial value of the emblems is derived
from the efforts of plaintiffs. Second, defendant sought
and ostensibly would have asserted, if obtained, an exclusive
right to make and sell the emblems. Third, the sale of a
reproduction of the trademark itself on an emblem is an
accepted use of such team symbols in connection with the
type of activity in which the business of professional sports
is engaged.93
As to the specifics of the §1114 claim, the court first outlined
the requirements for a cause of action under the section:
A cause of action for the infringement of a registered mark
in violation of 15 U.S.C.A. § 1114 exists where a person
uses (1) any reproduction, counterfeit, copy or colorable
imitation of a mark; (2) without the registrant’s consent;
(3) in commerce; (4) in connection with the sale, offering
for sale, distribution, or advertising of any goods; (5) where
such use is likely to cause confusion, or to cause mistake
or to deceive.94
According to the court, the potentially problematic elements
are the fourth and fifth ones. As to the fourth element, the court
found that selling the trademark itself satisfied that element.95 In
terms of the fifth element, the court focused on the fact that the
Lanham Act “was amended to eliminate the source of origin as being
the only focal point of confusion.”96 According to the court, the
likelihood of confusion requirement was satisfied because potential
purchasers of merchandise with the unauthorized emblems would
identify the emblems as being the teams’ trademarks.97 Thus, “the
certain knowledge of the buyer that the source and origin of the
trademark symbols were in plaintiffs satisfies the requirement of
the act.”98
With respect to the “false designation of origin” claim, the
court noted that 15 U.S.C. §1125 “is broadly worded and proscribes
not only ‘a false designation of origin’ but also the use of ‘any
false description or representation, including words or other
symbols tending falsely to describe or represent ... goods or
services’ in commerce.”99 Implicit in the decision is the court’s
reading of this section of the Lanham Act to cover not only
trademarks used in the traditional way to identify the source of the
product but also use of marks in other ways that have no relation to
the identification of the source of the product on which the mark
appears. In deciding the “false designation of origin” claim, the
court relied on the “likelihood of confusion” finding under § 1114.
Again, because “the consuming public had the certain knowledge
that the source and origin of the trademark symbol was in the []
team, the reproduction of [the team’s] symbol by defendant
constituted a violation of § 1125.”100
Dallas Cap raised an aesthetic functionality defense but the
Fifth Circuit court rejected it.101 Specifically, the court found the
aesthetic functionality defense inapplicable because the emblems
lacked any appealing characteristics other than the trademarks

themselves.102 Thus, the court distinguished the situation here from
the situation in Pagliero v. Wallace China Co. where the Ninth
Circuit rejected an unfair competition claim under the theory that
the designs on chinaware were functional because the aesthetic
appeal of the designs aided in the selling of the china.103 Here,
according to the court, the aesthetic appeal was based on the
trademark nature of the sports team logo, and as such, the defendant
could not invoke the functionality defense.104

3. The Boston Professional Hockey Court
Misapplied Federal Trademark Law.
The Fifth Circuit erred in two ways in its analysis of the
defendant’s conduct in Boston Professional Hockey. First, the
court failed to recognize the rational basis of trademark law as a
consumer-protection statute and thus mishandled the likelihood
of confusion analysis. Second, the court’s analysis of the doctrine
of aesthetic functionality was overly simplistic, and as a
consequence, the court did not give appropriate consideration to
the defense.

a) Likelihood of Confusion Analysis
At first glance, the court’s likelihood of confusion analysis
appears correct. The facts indicate that the defendant knowingly
copied the plaintiffs’ trademarked logos to try to make a profit off
of the sale of the logos. Moreover, the defendant engaged in its
actions after failed attempts to negotiate the right to act in the
precise way that it did. However, upon closer inspection of the
defendant’s behavior, it is apparent that there is not the likelihood
of confusion as to source as is required for the Lanham Act to
apply. Specifically, the Lanham Act should not apply to situations
such as the one described in Boston Professional Hockey because
the counterfeit logo is not being used to provide consumers with
assurance as to the quality of the underlying products.
To the court’s credit, it did realize that the situation in this
case was different than prior trademark infringement suits.
Specifically, the court noted that “[t]he confusion question here is
conceptually difficult. It can be said that the public buyer knew
that the emblems portrayed the teams’ symbols. Thus, it can be
argued, the buyer is not confused or deceived.”105 Ultimately, the
court rejected this reasoning and held that “[t]he confusion or deceit
requirement is met by the fact that the defendant duplicated the
protected trademarks and sold them to the public knowing that the
public would identify them as being the teams’ trademarks.”106
Again, the court’s conclusion has some appeal. If a customer
walked into a sporting goods store as in the hypothetical presented
in the Introduction, a customer who saw merchandise that featured
the defendant’s version of a team’s emblem would identify that
emblem as being affiliated with the team. In fact, if customers
thought that the emblem was a replica and could determine that the
emblem was different than the trademarked emblem, customers
might forego purchasing the product with the copied emblem.
Consequently, in a sense customers would be confused.
Although this is the end of the analysis for the court, there is
more to the issue. Specifically, the situations in Boston
Professional Hockey and in the above hypothetical are not the
precise types of situations that trademark law seeks to enjoin.
Trademark protection exists principally for the benefit of the
consumer, not for the benefit of the trademark owner.107 While the
trademark owner certainly derives many benefits by building up
good will that becomes associated with the trademark in the minds
Continued on page 12
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of consumers, these benefits are secondary in terms of the goals
of trademark law.
Thus, the question becomes whether Dallas Cap and other
manufacturers of unauthorized sports logos have misappropriated
the good will of professional sports teams. There are several
reasons why such alleged defendants should not be liable for
trademark infringement.
First, the emblem suggests nothing about the quality of the
underlying product. Professional sports teams license their logos
for use on products of varying quality levels. For instance, with
baseball caps, a customer can purchase a cheap, adjustable mesh
cap or a fitted, wool cap. The caps have two things in common:
they feature the team logo and the team has licensed both caps.
However, that is where the similarities end as the wool cap is of a
much higher quality than the mesh cap.
Second, although the emblem includes a trademark, it is not
functioning in a typical trademark way, at least in the minds of
consumers. Consumers see the trademark and in consumers’ minds,
the trademark does not correlate with a certain quality level. Rather,
consumers who choose to purchase goods that feature the trademark
do so because of the trademark itself. That is, consumers want a
piece of apparel with the trademark because of the message the
trademark conveys to the public as opposed to the quality level
suggested by the trademark.
Thus, the situation in Boston
Professional Hockey can be distinguished from situations
involving the use of a logo in the trademark sense. For example, if
a manufacturer of baseball equipment were to produce baseball
gloves with a counterfeit “Rawlings” logo, Rawlings would properly
have a claim of trademark infringement because consumers
purchase the Rawlings glove because Rawlings is known to make
quality equipment.
Third, because the trademark does not signify a certain quality
level, the trademark does not serve the typical function of reducing
research costs for consumers. Because there are products of many
different quality levels that feature the trademark, consumers will
still have to “read the label” to try to determine whether a given
product is made well.
The court in Boston Professional Hockey suggests that
manufacturers such as Dallas Cap should be enjoined because the
trademark implies that the underlying product has been in the
control of the league or the team.108 Certainly, it is possible that in
some consumers’ minds, there may be a perception of sponsorship.
However, there is no evidence that consumers’ decisions are
influenced by the sponsorship or lack thereof. Even if customers
assume that merchandise is officially licensed, there is nothing to
indicate that customers assume that there is a certain quality level
that is assured by the sponsorship. In addition, because the presence
or absence of sponsorship does not suggest anything about the
quality of the underlying product, the sponsorship is not relevant
for the purposes of trademark law.
Finally, as discussed above, trademark law exists for the benefit
of consumers. 109 Trademark law spills into the tort of
misappropriation of good will only to the extent that an infringer
deceives consumers to their detriment. Here, while there is
arguably deception of consumers, it is not the type of deception
that trademark law seeks to prevent. Moreover, the infringer is not
“destroying the buyer’s opportunity to judge fairly between rival
commodities by introducing factors which are capable of
misinforming as to the true qualities of the competitive products”
as was discussed in Gold Seal Co. v. Weeks.110
As the preceding discussion alludes to, a major problem with

the court’s decision is that the defendant’s behavior in Boston
Professional Hockey did not result in consumers associating lesser
quality with the plaintiffs’ trademarks. Thus, a seemingly analogous
issue would be presented if a soft drink manufacturer produced a
soft drink of the same quality level and taste as Coca-Cola and
attached a counterfeit Coca-Cola logo to his cans of soda. However,
a court would not be wrong to find such a counterfeit manufacturer
guilty of trademark infringement.
From the perspective of the sports leagues and Coca Cola, the
apparel manufacturers in Boston Professional Hockey and the soda
producers in the Coca-Cola hypothetical have acted identically.
However, from the perspective of consumers, the apparel
manufacturers are very different from the counterfeit Coca-Cola
producers, and it is this difference in consumer perceptions that is
key. Specifically, purchasers of the sports merchandise buy the
merchandise for the logo and do not necessarily consider the quality
of the underlying goods. Moreover, even if they do consider
whether the underlying goods are of a decent quality, the logo does
nothing to indicate what that quality level is.
In contrast, purchasers of Coca-Cola rely on the trademark to
indicate that the underlying product is of a certain quality level.
The fact that the counterfeit soda is of the same quality is of little
relevance. The reason for this is that under trademark law,
consumers know that a trademark indicates a single source for the
underlying goods.111 Again, what makes the counterfeit Coca-Cola
manufacturer’s behavior unacceptable from a trademark law
perspective is that the trademark is being used as a source identifier.
With sports logos, consumers do not purchase the underlying
merchandise based on the trademark connotations of the logo;
rather, they purchase the underlying apparel so that they can have a
piece of merchandise that features the desired logo.
Furthermore, a sports team should not be able to sustain a
trademark action based on “post-sale confusion.” Post-sale
confusion concerns what non-purchasing consumers think when
they see other consumers wearing merchandise that features
counterfeit logos.112 Even if the purchasing consumers understand
that the merchandise is counterfeit, these non-purchasing
consumers would not be aware. For example, if a customer went
to a street vendor and purchased a Louis Vuitton imitation handbag
that cannot be easily distinguished from genuine Louis Vuitton
products, non-purchasing consumers on the street would probably
assume that the imitation bag was actually produced by Louis
Vuitton. If the handbag then quickly deteriorated, although the
purchaser would not have a negative association with Louis Vuitton,
these non-purchasing consumers who see the shoddily made
product might then incorrectly associate Louis Vuitton with poor
quality products. In such a scenario, Louis Vuitton might be able
to claim trademark infringement based on this post-sale
confusion.113
Although post-sale confusion might assist Louis Vuitton and
similarly situated trademark owners, it would not help sports team
trademark owners. Specifically, even if the counterfeit sports logo
products fell apart, the trademark still would not be serving as a
source indicator. In addition, the logo would not be performing a
quality assurance function. Finally, while it is reasonable to assume
that non-purchasing consumers would have a negative association
with Louis Vuitton in the scenario outlined above, there is nothing
to indicate that non-purchasing consumers would negatively
associate sports team trademarks with poor quality in the situation
described in Boston Professional Hockey.
Continued on Page 13
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b) Aesthetic Functionality
Although Boston Professional Hockey was decided by the Fifth
Circuit, the court focused its analysis with respect to aesthetic
functionality on Pagliero v. Wallace China Co.,114 a Ninth Circuit
decision.115 In Boston Professional Hockey, the court distinguished
the situation in Pagliero from the case at bar and held that Dallas
Cap could not avail itself of the aesthetic functionality defense.116
Therefore, it is worth considering first whether the court’s decision
comports with the Ninth Circuit’s test for aesthetic functionality.
In Pagliero, admittedly the situation was different.
Specifically, the defendant in Pagliero had duplicated the design
characteristics of the china that the plaintiff was attempting to
sell.117 Thus, the defendant had not copied a trademarked logo.
Rather, the defendant had copied design characteristics for which
the plaintiff claimed protection.118 The court outlined the test for
aesthetic functionality as follows:
But, where the features are ‘functional’ there is normally no
right to relief. ‘Functional’ in this sense might be said to connote
other than a trade-mark purpose. If the particular feature is an
important ingredient in the commercial success of the product,
the interest in free competition permits its imitation in the absence
of a patent or copyright. On the other hand, where the feature or,
more aptly, design, is a mere arbitrary embellishment, a form of
dress for the goods primarily adopted for purposes of identification
and individuality and, hence, unrelated to basic consumer demands
in connection with the product, imitation may be forbidden[.]119
Because the court determined that the design was an important
element in the selling of the china, the court held that the design
features were functional and therefore not protectable under
trademark law.120
The court in Boston Professional Hockey noted that “’[t]he
attractiveness and eye-appeal of the design sells the china,’ not the
trademark character of the designs.”121 Thus, the court implicitly
distinguished the two cases based on the fact that the logos operated
as trademarks apart from their inclusion on merchandise.
However, the language of Pagliero does not support the
distinction made by the court in Boston Professional Hockey. Just
as in Pagliero, the designs in Boston Professional Hockey were
“not merely indicia of source[.]”122 While the counterfeit logos
used by Dallas Cap may be trademarks, they do not function as
trademarks when used on merchandise. Moreover, it is precisely
the inclusion of the logos that causes consumers to want to purchase
the underlying merchandise. Thus, under the language of Pagliero,
granting trademark protection in such circumstances thwarts open
competition and the success of the free market.
Even if the court was correct in rejecting Dallas Cap’s aesthetic
functionality defense, trademark law has evolved over the quarter
century since Dallas Cap was decided such that the defense is now
more defined. In fact, in Qualitex Co. v. Jacobson Products Co.,123
the Supreme Court discussed the defense in an important trademark
case that was decided in 1995.
One of the arguments that the Court considered was whether a
defendant could claim that a color is functional and therefore not
subject to protection.124 In the most telling quote regarding
functionality from the decision, the Court stated that “[t]he
functionality doctrine thus protects competitors against a
disadvantage (unrelated to recognition or reputation) that trademark
protection might otherwise impose, namely their inability
reasonably to replicate important non-reputation-related product

features.”125 In addition, the Court cited the Restatement (Third)
of Unfair Competition for the proposition that
if a design’s ‘aesthetic value’ lies in its ability to ‘confer a
significant benefit that cannot practically be duplicated by
the use of alternative designs,’ then the design is ‘functional.’
For example, this Court has written that competitors might
be free to copy the color of a medical pill where that color
serves to identify the kind of medication (e.g., a type of
blood medicine) in addition to its source.126
Thus, aesthetic functionality protects a counterfeit user if the
user is not using the mark in a source-identifying manner or as an
indicia of a certain quality level.
The Supreme Court’s dicta notwithstanding, the question is
whether it makes sense to permit defendants such as Dallas Cap to
invoke the aesthetic functionality defense. Allowing the defense
in such circumstances may not comport with notions of fair play
because it enables defendants such as Dallas Cap to take advantage
of the work the professional sports teams have undertaken to make
the teams and the associated merchandise popular. Thus, defendants
such as Dallas Cap can free-ride on sports teams by letting the
teams invest money developing and publicizing their names and
logos and then step in and sell competing, counterfeit merchandise.
However, such behavior is not trademark law’s concern. As
discussed above, trademark law protects marks to the extent that
they identify the manufacturers of the underlying products and
connote a certain quality level.127 Functionality exists as a defense
so that trademark owners cannot gain a competitive advantage based
on the functional features of their trademarks.128
Without an aesthetic functionality defense, there would be (is)
a single manufacturer of merchandise featuring logos of
professional sports teams, resulting in a marketplace without
competitive balance.129 In those circumstances, the trademark
owners can set prices much higher without affecting demand
significantly because rabid fans of a given team will still want the
merchandise featuring the team logo. The effect can be seen in the
related area of concert memorabilia. If you go to a rock concert,
there may be “bootleg” merchandise that is legally available for
purchase outside the stadium. However, inside the stadium, the
promoter has a monopoly on the officially licensed merchandise.
As such, the promoter can charge twenty dollars for a tee shirt that
would probably sell for ten dollars in a truly competitive market.

B. Federal Dilution Law130 Does Not Provide a Bar
to Counterfeit Logo Manufacturers.
Twenty-one years after Boston Professional Hockey was
decided, Congress amended the Lanham Act to provide for a
trademark cause of action under the theory of dilution. 131
Consequently, it is worth considering whether professional sports
teams could sustain a trademark cause of action based on dilution.
As discussed in Part II.B.2.b, dilution typically occurs when the
defendant’s actions either blur or tarnish the trademark owner’s
mark. Here, because there are no negative connotations to the
consumer as a result of the counterfeit logo manufacturers’ actions,
tarnishment is inapplicable.
Additionally, dilution as a result of blurring ultimately does
not apply either, but it is necessary to explore the theory more to
explain why. In Mead Data Central, Inc. v. Toyota Motor Sales,
U.S.A., Inc.,132 the Second Circuit entered into an extensive
discussion regarding dilution. Although Mead Data Central was
Continued on Page 14
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decided under New York’s anti-dilution statute and was prior to the
enactment of the federal statute, the Second Circuit’s dilution
analysis is pertinent.
Mead Data Central was a dispute where the owners of the
trademark for LEXIS, the online legal research service, claimed
that the LEXIS trademark was diluted by Toyota’s use of LEXUS
to signify its line of luxury cars.133 The court found that there was
no dilution by blurring because LEXIS lacked the necessary
distinctive quality in the minds of the general public.134 Thus, the
court noted that the dilution cause of action exists to prevent “the
whittling away of an established trademark’s selling power and value
through its unauthorized use by others upon dissimilar products.”135
As such, dilution extends protection to trademark owners into areas
where such owners could not claim a likelihood of confusion. Thus,
on its face, dilution by blurring would seem inapplicable to
situations where a manufacturer has created counterfeit sports logos
because the counterfeit logo merchandiser and the trademark owner
are using the logo on related products.
In addition, the underlying theory of the federal dilution statute
is to ensure that the owner of a famous trademark can maintain the
distinctiveness of that trademark.136 As with traditional trademark
infringement, distinctiveness refers to the ability of the mark to
perform its trademark function, that is, to identify the source of
the product on which the mark appears. Again, because sports logos
on merchandise do not suggest anything about the quality of the
merchandise and do not connote a single source in the minds of
consumers, manufacturers of counterfeit logos do not affect the
distinctiveness of the trademarked logos.
The inapplicability of dilution to the situations discussed in
the hypothetical and in Boston Professional Hockey raises the
question of whether a trademark-owning sports team could raise a
dilution claim if it did not produce any merchandise with its logo
affixed. Under such circumstances, at first glance, a counterfeit
logo manufacturer such as Dallas Cap might be liable based on a
dilution by blurring theory. This would seem to be an odd result: a
team could only win a trademark infringement suit unless it was
not producing competing products. However, this result would not
come about because the logo would still not be performing a
source-identifying function in the latter scenario. That is, in the
scenario in which the team does not produce merchandise with the
logo affixed, the counterfeit manufacturer’s goods do not change:
they still have the logo, but the logo is not being used to identify
source or quality in the minds of consumers.

C. Solutions
1. State Law Unfair Competition May Apply to Counterfeit
Logo Manufacturers in Some Circumstances
Assuming that a rightful trademark owner cannot sustain a cause
of action under federal trademark law, the trademark owner is still
protected from counterfeit logo manufacturers, specifically by
state unfair competition laws. As an initial matter, although a couple
of early cases held that Congress preempted states from applying
laws to the entire field of trademarks,137 those cases are not
considered to be a valid interpretation of the preemption doctrine
with respect to trademark law.138 In fact, explicit references in the
Lanham Act indicate that Congress contemplated an ongoing body
of state law on the subject.139 Regardless, even if Congress intended
to preempt state trademark laws, that would not preclude states
from enforcing unfair competition laws that are consistent with
the Lanham Act.

In the area of unfair competition, most states have enacted
some form of the Unfair Trade Practices and Consumer Protection
Law, which was originally promulgated by the FTC in 1967.140 The
state implementations vary from the broadly worded prohibitions
against unfair and deceptive practices as in New York141 and Florida142
to the precise language of the Texas statute that enumerates
specifically prohibited types of conduct.143
Under the Florida statute, a professional sports team could
make a strong argument that defendants such as Dallas Cap are acting
unfairly by manufacturing and selling unlicensed, counterfeit logos.
Meanwhile, under the Texas statute, a professional sports team
could make plausible arguments that Dallas Cap’s behavior is
prohibited by several clauses of the statute. For instance, under
the fifth clause, a team could argue that Dallas Cap’s behavior
represents to the public that Dallas Cap’s merchandise is sponsored
or approved by the NHL or the underlying teams. While the Lanham
Act requires that a trademark be indicative of a certain quality level
to function as a trademark, the Texas unfair competition statute
has no such requirement.
However, under the New York statute, a professional sports
team may have a harder time sustaining a claim of unfair
competition. Specifically, the New York statute requires that the
plaintiff prove that the defendant engaged in fraudulent, misleading
or deceptive practices rather than merely unfair practices.
Consequently, while Dallas Cap’s behavior was unfair to the sports
teams, it would be much harder to prove that the behavior was
fraudulent, misleading or deceptive.
Obviously, if a professional sports team can successfully mount
unfair competition claims in some states but not others, the results
are not ideal, especially from the perspective of the teams. Teams
would like to stop all manufacturing of counterfeit logos, but if
state unfair competition laws are the only viable causes of action,
prohibiting such business practices in states like New York will be
nearly impossible.

2. Copyright Law May Provide a Limited Purpose Solution
for Some Trademark Owners
Even if a trademark owner cannot successfully make a claim
of trademark infringement, the trademark owner may be able to
sustain a cause of action against counterfeit logo manufacturers
based on copyright infringement. Like trademarks, copyrights fall
under the general category of intellectual property. However, that
is where the similarities end. While trademark law exists for the
protection of consumers, copyright law exists to provide incentives
for people to create new works of art, music, literature and other
expressive works.144
As such, a question of copyright infringement focuses on
comparing the allegedly infringing copy to the original work and
determining what the alleged infringer did to create the copy.145
More specifically, for a sports logo manufacturer to sustain a
copyright infringement claim, he would have to prove that his logo
is original and therefore copyrightable subject matter.146 Most
sports logos would constitute original works of art in all likelihood.
However, while copyright law probably would enable a sports team
such as the Cleveland Indians to prevent a counterfeit manufacturer
from creating a tee shirt using the Indians’ stylized logo, it probably
would not allow the Indians to sustain a claim against a manufacturer
who produced a shirt that merely contained the words “Cleveland
Indians.” Consequently, copyright law would provide relief for
sports teams only for certain types of infringement.
Continued on Page 15
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Assuming that the sports team has copyrightable subject matter,
the team would have to prove that the counterfeit manufacturer
actually copied the logo or that the counterfeit manufacturer had
access to the original and the counterfeit was substantially similar
to the original.147 However, the team should be able to cross that
hurdle relatively easily because it is extremely unlikely that a
counterfeit manufacturer could successfully claim that he
developed the Cleveland Indians logo independently and that it just
happens to be identical to the genuine Indians logo.

3. Amending the Lanham Act to Recognize a
Misappropriation Cause of Action Is Not a Viable Solution
Because the traditional likelihood of confusion analysis and
the dilution analysis should permit defendants such as Dallas Cap
to escape liability and because unfair competition laws vary in
significant ways from state to state, a proposed solution would be
to amend the Lanham Act to assign liability in such circumstances.
In fact, in 1991, Marlene B. Hanson and W. Casey Walls published
an article in which they proposed just such a solution.148
Hanson and Walls proposed amending § 32 of the Lanham Act to
include the following language:
(1) Any person who shall, without the consent of the
registrant —
(c) use in commerce any reproduction, counterfeit,
copy, colorable imitation of, or mark similar to, a
registered mark in such a way as to unjustly appropriate
the registered mark’s trademark good will,
shall be liable in a civil action by the registrant for the
remedies hereinafter provided.149
Alternatively, Hanson and Walls suggested amending § 43 by
adding the following subsection:
Any person who shall, without the consent of the registrant,
use in commerce any reproduction, counterfeit, copy, colorable
imitation of, or mark similar to, a registered mark in such a way as
to unjustly appropriate the registered mark’s trademark good will,
shall be liable in a civil action by the registrant for the remedies
provided in this act.150
If the two amendments were adopted, professional sports team
plaintiffs would have a much more legitimate claim that defendants
such as Dallas Cap were liable for trademark infringement.
Specifically, since both suggested amendments focus on unjust
enrichment and cast aside likelihood of confusion, counterfeit
sports logo manufacturers would seem to fit neatly into the language
of the advocated amendments.
Arguably, however, the amendments would not assign liability
to defendants such as Dallas Cap. Although both amendments assign
liability based on unjust enrichment, they also require an
appropriation of good will. To the extent that the emblems do not
carry any good will in the trademark sense,151 these amendments
would be inapplicable.
However, assuming that the language of the amendments could
be altered such that the behavior of Dallas Cap and other counterfeit
logo manufacturers is definitely prohibited, the amendments would
have undesirable effects. Specifically, by amending the Lanham
Act as suggested, the landscape of trademark law would be
significantly altered such that the focus was shifted from the effects
on consumers to the effects on the trademark owners.
While implementing a federal misappropriation law or a broad
unfair competition law is arguably a good idea, doing so under the

guise of trademark law would have untoward effects. By explicitly
creating a trademark misappropriation cause of action, Congress
would require courts to examine how a defendant’s actions have
caused monetary harm to the trademark owner without regard to
whether or not consumers are affected. Thus, Congress would
convert trademark ownership into a property right. While patent,
copyright, and trade secret laws are all property rights, trademarks,
at least traditionally, have not been protected as property rights.
Rather, trademark rights have existed only to the extent that the
trademarks distinguish goods in the minds of consumers.
If other areas of intellectual property are protected as property
rights, a valid question is why not convert trademark rights to
property rights. However, trademarks are fundamentally different
from copyrights, patents, and trade secrets. While those areas of
intellectual property are protected to encourage invention and
creativity, the theory underlying trademark law has nothing to do
with creativity.152 As discussed previously, trademarks exist to allow
consumers to distinguish between similar goods without investing
an extensive amount of time or money.153
Moreover, by amending the Lanham Act as suggested, the
defenses of functionality and aesthetic functionality for trade dress
and product configuration would be largely eliminated. Eliminating
the functionality defenses would have dangerous effects including
granting patent-like protection to trademarks and trade dress that
would otherwise not be eligible for patents. Unlike trademarks,
which last as long as the marks remain distinctive, patents grant the
inventor an exclusive monopoly for the life of the patent,
approximately 20 years.154 If a defendant could not invoke a
functionality defense, the trademark owner would be able to
preclude competitors from entering the field, at least until
competitors could develop alternatives. While this would arguably
encourage better inventions, that is not the goal of trademark law.155
Rather, that is the goal of patent law.156 Moreover, with patents, the
invention eventually falls into the public domain. However, without
a functionality defense, functional trademarks would never enter
the public domain, and competition would be significantly
hampered.

4. The Solution is for Courts to Correctly Apply
Federal Trademark Law157
Given the problems that adding an unjust enrichment cause of
action to the Lanham Act would create, the question becomes how
can professional sports teams prevent unlicensed manufacturers
such as Dallas Cap from creating counterfeit logos. The answer to
this question is that the teams should be able to avail themselves
only of state unfair competition laws as long as the team logos are
not functioning as trademarks.
As discussed above, forcing teams to rely on state unfair
competition laws will yield uneven results; while teams will be
able to enjoin counterfeit logo manufacturers in some states, teams
may fail to sustain a cause of action in other states. However, this
anomaly does not mean that trademark law should step in just to
create uniformity. Trademark law is a subset of the larger body of
unfair competition, and it was not intended to create an all-inclusive
body of federal unfair competition law.158
Arguably, protecting teams from manufacturers such as Dallas
Cap encourages investment by the teams in the logos. However,
that argument ignores the unique nature of sports logos.
Specifically, sports teams had logos well before merchandising
became such a big business. Therefore, although merchandising is
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undoubtedly a major revenue source now, the fact that these logos
have existed for so long indicates that the merchandising of the
logos is of secondary importance as to the existence of the logos.
In addition, the sports logos do not have good will in the trademark
sense, at least as related to merchandise. Thus, the traditional
rationale for trademark law of encouraging investment in a
trademark as a signal of quality merchandise is inapplicable.
Ultimately, the goals of trademark law are not advanced by
using it to punish the behavior of manufacturers such as Dallas
Cap. Although teams may suffer losses of revenue if they are unable
to stop such manufacturers, nothing indicates that the losses will
reduce the trademark capacities of the logos. Where teams use
the logos to indicate that they are the sources of quality products,
the logos will continue to function in the trademark sense. For
instance, when a team prints tickets for its home games, the use of
the trademark on the ticket indicates a certain quality level that
consumers can expect when they attend the games. Thus, teams
could still sustain a trademark cause of action (among others)
against people who print counterfeit tickets.159

IV. Conclusion
Courts have periodically used trademark law to enjoin
manufacturers from producing counterfeit sports logos. However,
while the behavior of these manufacturers is questionable at best,
it is not the place of trademark law to stop such behavior. Sports
logos on merchandise do not indicate a certain quality level to
consumers. Therefore, the logos are not operating as trademarks.
To prohibit such behavior under existing federal trademark law is
to misapply the law. To alter federal trademark law such that the
behavior is explicitly prohibited would fundamentally change the
focus of trademark law in an undesirable way. Therefore, protecting
professional sports teams from counterfeit logo manufacturers is
best done through other bodies of law.
Admittedly, most courts are likely to follow the reasoning of
the court in Boston Professional Hockey by rejecting the
functionality defense and finding that defendants similar to Dallas
Cap are liable for trademark infringement. Perhaps a more realistic
possibility is that courts will follow the reasoning that a district
court in California did in Plasticolor Molded Products v. Ford
Motor Co.160 in 1989. There, the court determined that the use of
Ford’s trademark car name Mustang by a third-party manufacturer
of floor mats constituted a mixed-use in which using the logo
constituted a functional use in part and a trademark use in part.161
Although the decision was ultimately vacated pursuant to a
settlement, the court’s proposed remedy was to require a disclaimer
of affiliation by the third-party at the point-of-sale.162 Requiring
defendants such as Dallas Cap to disclaim affiliation with the NHL
or any of its teams would be a workable compromise that does not
offend trademark law.
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There is a current debate on the effectiveness of the jury in
the American judicial process. Fueled by the tort reform
movement, lawmakers throughout the country are trying to
implement laws that diminish the role of the jury in criminal, tort,
and securities cases by arguing that juries are unreliable, capricious,
and out of control. See generally ROSELLE L. WISSLER ET AL.,
Decisionmaking About General Damages: A Comparison of
Jurors, Judges and Lawyers, 98 Mich. L. Rev. 751, 755 (1999).
This view is principally not in agreement with popular culture’s
view of the jury, which depicts a jury system that works remarkably
well most of the time.
Paul Newman’s eloquent summation in the film THE VERDICT
(Twentieth Century Fox 1982) epitomizes America’s cinematic
fascination with the law, the jury and society: “When there is no
justice, the rich win, the poor are powerless. We become tired of
hearing people lie ... We doubt our institutions and we doubt the
law.” Then Newman puts it right to the jury: “You are the law.” No
matter what the judge or the attorneys or the courts say, the people
are the law. The movie closes with the downtrodden little guy,
Newman, winning a huge judgment and justice being served by
society’s great equalizer—the jury.
Of course, that was Hollywood. In real-life American
democracy circa 2003, the American jury is under heavy attack.
The tort reform movement perpetuates the idea that jurors in civil
cases give unreasonably high damage awards, are antibusiness,
easily manipulated and unable to decide complex cases, and that
in criminal cases the jury is depicted as giving unjustified acquittals.
In contrast, however, cinema by in large has come to the opposite
conclusion.
Through the medium of cinema, Hollywood is able to address
difficult questions surrounding how our justice system utilizes a
group of legal novices to find objective truth. Remarkably, cinema
generally shows the jury successfully completing this arduous task
despite illusive legal concepts and seasoned professionals
directing the jury in opposite directions. Because the jury exists
within this unique sphere where law, justice and morality intersect,
cinema capitalizes on the built in drama by capturing a slice of the
human existence in an accessible and dramatic fashion. When fair
trials occur in movies, it presents the powerful idea that a
downtrodden individual can take on the system and win because
truth and justice are what matter in a court of law. In contrast,
when unfair trials take place, it is to express society’s outrage for
an injustice, not to condone the jury’s decision. In either case,
however, the jury is typically presented as a robust mechanism
where the ordinary person plays a pivotal role in spite of the fact
that it exists within a confusing and sometimes corrupt legal
system.

Contrary to the tort reform movement’s depiction, in the vast
majority of movies the jury is presented as an accurate reflection
of societal norms when performing their job of finding objective
truth and rendering justice. Perhaps the most dramatic example
comes in the form of jury nullification, where the jury finds a
defendant innocent regardless of whether he actually committed
the crime in question. In MURDER IN THE FIRST (Warner Bros. 1994),
after declaring the treatment of the defendant Henri Young in prison
a “crime against humanity,” the jury nullifies the defendant’s murder
charge and calls for an investigation into the existence of a public
institution that mistreats humans. While it was clear from the movie
that Young killed someone, it was three tortuous years in solitary
confinement, where Young was kept in a pit with no light, no toilet,
no furniture, and nothing to read, which led the jury to acquit Young
and denounce the horrors of the prison conditions. This type of
jury nullification also occurred in A TIME TO KILL (Warner Bros.
1996), where “southern” jurors who initially appeared to be racially
biased take a turn and nullify the murder charge of a black man who
killed two white assailants that raped his young daughter. The
overarching community value of abhorrence for rape overcame the
local hatred towards blacks.
Jury nullification applies in civil cases as well. In THE DEVIL
AND DANIEL WEBSTER (RKO/William Dieterle 1941), the jury
nullifies a contract that the defendant made selling his soul to the
Devil. Even though the contract was validly made, the jury uses
their societal norms against such contracts to denounce the deal
and send Mr. Webster on his way.
There is, however, an unfortunate side to the jury’s reflection
of societal values. When the jury is allowed to be the decision
maker, there is a risk that personal bias or community pressure can
improperly influence a verdict. This is apparent in movies like TO
KILL A MOCKINGBIRD (U-I 1962), where an irrational “mob
mentality” of racial prejudice overtakes the jury resulting in an
unjust conviction of a black man for allegedly raping a white woman,
and THE HURRICANE (Universal Pictures 1999), where a black man
is wrongfully accused of a double murder but is convicted
nonetheless by an all white jury. Improper bias and prejudice can
even extend to a judge (or panel of judges) when they are the
decision maker, as shown in JOAN OF ARC (Vid-America, Inc. 1948)
and JUDGMENT AT NUREMBERG (United Artists/Roxlom 1961).
What is important in these cinematic depictions of injustice
is the moviemaker’s insistence that the viewer does not repeat the
same biased decisions. In all of these movies the viewer comes
away with the feeling that an injustice has been committed. When
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prejudice and bias are depicted, it is to express society’s outrage
for injustice and to show the inherent dangers of having a jury system
that may reflect undesirable societal conventions. It is not an
invitation to perpetuate these mistakes. Rather, these movies serve
as a stark reminder that when the jury (or judge) is allowed to be
the decision maker, there is a risk of improper influence on a
verdict. But the biased jury has not dominated the silver screen.
Hollywood typically portrays the jury as a dispenser of justice and
as the human element of a sometimes rigid and impersonal court
system.
As the dispenser of justice, cinema generally depicts the jury
as thoughtful decision makers who search for the truth and transcend
their biases. The most famous example is TWELVE ANGRY MEN
(United Artists, Orion-Nova 1957). At the beginning of the movie,
it is a seemingly open-and-shut trial of a young Puerto Rican
accused of murdering his father. When the jury retires and the
first votes are counted, 11 men rule guilty, while one doubts the
obvious. Stressing the idea of “reasonable doubt,” the movie shows
how a jury, although composed of all white males, are able to
overcome their prejudices and preconceptions that would otherwise
influence their judgments.
The thoughtful and impartial jury is also present in the vast
majority of movies involving civil cases. An example is THE VERDICT
(Twentieth Century Fox 1982) where an underdog plaintiff wins
against formidable odds, facing a powerful, politically connected
lawyer and a biased judge. The jury is able to see through the judge
and defense attorney, uncovering the truth and rendering a just
verdict in favor of the plaintiff. ERIN BROCKOVICH (Universal
Pictures 2000), CLASS ACTION (TCF/Interscope 1990) and
PHILADELPHIA (Tristar Pictures/Clinica Estetica Productions 1992)
are other examples of movies involving civil actions where the jury
is able to sift through the evidence to uncover objective truth in a
neutral manner. A scan of movies portraying civil cases shows that
with regard to liability, Hollywood rarely (if ever) characterizes
the jury’s decision as unfounded or irrational.
Neither does cinema depict juries as anti-business, awarding
unreasonably high verdicts. In fact, whenever a jury renders a verdict
against a business in the movies, it is viewed as a vindication of
societal norms. Examples include the movies discussed above:
THE VERDICT, ERIN BROCKOVICH, CLASS ACTION and PHILADELPHIA.
In all of these movies, the jury gives a very substantial award to the
plaintiffs, and in each case it is against a larger corporate-like
defendant. They show how a jury can be the societal equalizer
against larger more powerful defendants, thereby fulfilling one of
the jury’s primary roles of leveling disparate classes—the common
people versus the rich and politically powerful.
While there are mixed messages within cinema depending on
the theme of the movie, the jury is largely depicted as rational,
reasonable and just, thereby functioning properly. Cinema therefore
largely disagrees with the tort reform movement and their
characterization of an unruly and unpredictable jury system.
Moreover, the jury is depicted as the heart of our legal system and
the embodiment of American justice. In short, the jury is not just
a group of people gathered to facilitate dispute resolution; they
are society’s expression of democracy and our last line of defense

against the accumulation of governmental power. As a democratic
check on government, the jury has given a voice to the ordinary
citizen since before the founding of our country.
Based on this observation, it is not surprising that cinema
describes a jury system that competently handles its tasks, including
the determination of liability and damages, without being distracted
by a complex legal system or psychological persuasion from the
attorneys. While the jury system is not perfect, cinema points
overwhelmingly in favor of the jury being a thoughtful group of
people trying to fulfill their civic duty to the best of their ability.
Due to this evidence of overwhelming societal approval, there
should be great caution used in any proposal that reduces the jury
role in our legal system.

Student Writing Contest
The editors of the TEXAS ENTERTAINMENT AND SPORTS
LAW JOURNAL (“Journal”) are soliciting articles for the best article
on a sports or entertainment law topic for the fifth annual writing contest
for students currently enrolled in Texas law schools.
The winning student’s article will be published in the Journal. In
addition, the student may attend either the annual Texas entertainment
law or sports law seminar without paying the registration fee.
This contest is designed to stimulate student interest in the rapidly
developing field of sports and entertainment law and to enable law
students to contribute to the published legal literature in these areas. All
student articles will be considered for publication in the Journal. Although
only one student article will be selected as the contest winner, we may
choose to publish more than one student article to fulfill our mission of
providing current practical and scholarly literature to Texas lawyers
practicing sports or entertainment law.
All student articles should be submitted to the editor and conform to
the following general guidelines. Student articles submitted for the writing
contest must be received no later than September 1, 2004.
Length: no more than twenty-five typewritten, double-spaced
pages, including any endnotes. Space limitations usually prevent
us from publishing articles longer in length.
Endnotes: must be concise, placed at the end of the article, and in
Harvard “Blue Book” or Texas Law Review “Green Book” form.
Form: typewritten, double-spaced on 8½” x 11" paper and
submitted in triplicate with a diskette indicating its format.
We look forward to receiving articles from students. If you have any
questions concerning the contest or any other matter concerning the
Journal, please call Andrew T. Solomon, Professor of Law and Articles
Editor, Texas Entertainment & Sports Law Journal, at 713-646-2905.
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RECENT CASES OF INTEREST
Prepared by the South Texas College of Law Students
South Texas College of Sports Law & Entertainment Society
In The Public Domain Means In The Public
Domain

UT Violates A Student-Athlete’s Procedural Due
Process

In 1948, approximately three years after World War II, General
Dwight D. Eisenhower wrote a book about the war, entitled Crusade
in Europe. Doubleday registered all the necessary copyrights,
published the book, and then granted the exclusive television rights
to Twentieth Century Fox Film Corporation (Fox). Fox then
arranged to produce a television series entitled Crusade In Europe
based on the book. Although Doubleday renewed the book’s
copyright in 1975, Fox failed to renew the copyright for television
series. As a result, in 1977, the series became part of the public
domain. In 1988, because of the upcoming fifty year anniversary
of World War II, Fox reacquired the television rights in the book
and the exclusive right to distribute the series on video. The original
television series was restored, repackaged, and distributed on
videotape. In 1995, fifty years after Ike’s Crusade in Europe, Dastar
Corporation embarked on its own crusade. Dastar released a set of
videos entitled World War II Campaigns in Europe, which was made
from copies of the original television series in the public domain.
Dastar changed the original series quite a bit by reducing its length
by more than half, providing a new credit page and chapter-title
sequences, moving the recap to the preview, and removing any
references or images of the book. Dastar then repackaged the video
with its new title and sold it for substantially less than the original
series. Dastar’s video series made no reference to the original
television series. Shortly thereafter, Fox brought an action alleging
that Dastar’s sale of its videos violated § 43 of the Lanham Act
because the videos did not give proper credit to the original Crusade
television series. In other words, Dastar’s actions constituted a
“reverse passing off” — when a producer misleads consumers by
misrepresenting someone else’s goods or services as its own. After
the district court and Ninth Circuit ruled that Dastar’s videos
infringed upon the copyrights in violation of the Lanham Act, the
United States Supreme Court ruled that the Lanham Act does not
prevent unaccredited copyright of uncopyrighted work. Dastar v.
Twentieth Century Fox Film Corp., 123 S.Ct. 2041 (2003).
The Supreme Court noted that Fox’s claim would have
undoubtedly been sustained if Dastar had merely repackaged the
original series as its own. However, Dastar did something
completely different: “it took a creative work in the public domain
– the Crusade television series – copied it, made modifications
(arguably minor), and produced its very own series of videotapes.”
The Court noted that “the right to copy, and to copy without
attribution, once a copyright has expired . . . passes to the public.”
Thus, unless an intellectual property right, like a patent or copyright,
protects an item, it is subject to copying. “Once the patent or
copyright monopoly has expired, the public may use the invention
or work without attribution.” Any other ruling would limit the
public’s right to use and copy stuff in the public domain.

Joscelin Yeo was a world-class swimmer at the University of
Texas at Austin. She had previously competed in two Olympic
Games for her native country, Singapore. To further her swimming
career, Yeo decided to attend the University of California at
Berkeley (Cal-Berkeley). In 1998, she decided to follow her
collegiate coach to the University of Texas at Austin (UT). The
NCAA rules regarding student-athletes transferring schools requires
student-athletes to sit out at least two semesters at the transferring
school before competing in athletic competitions for their new
school. Although a so-called “one-time transfer exception” allows
student-athletes to begin competing immediately for their new
schools, the original school must grant that exception. In Yeo’s
case, Cal-Berkeley failed to grant this waiver, as it had promised,
upon her transfer to UT. Due to this decision, Yeo was forced to sit
out the 2000-2001 swim season, which caused her to miss the 2001
NCAA Women’s Swimming and Diving Championships. During this
time, at the beginning of the 2000-2001 academic year, Yeo was
set to represent her country in the 2000 Olympic Games in Sydney.
Because of the Olympics, Yeo was unable to take a full academic
class-load of 12 hours. The NCAA granted Yeo a waiver and allowed
her to be eligible for practice and athletically-related financial aid
without being enrolled in course at the University of Texas (UT).
After sitting out the 2000-2001 swimming season, Yeo
participated in the first four swim meets for UT in the fall of 2001.
At this time, Cal-Berkeley registered a complaint with the Big XII
Conference stating that Yeo was ineligible because she failed to
satisfy the one-year transfer rule as required by the NCAA.
According to Cal-Berkeley, Yeo’s failure occurred because she did
not participate in 12 hours of classes. The NCAA agreed with CalBerkeley’s complaint and UT, without consulting Yeo, declared her
ineligible for competition. According to UT’s women’s athletic
director, the school believed it would have better luck declaring
Yeo ineligible and applying for reinstatement, rather than challenging
the NCAA’s rule interpretation. This was a crucial decision because,
under NCAA rules, the reinstatement process is a matter of grace,
rather than a matter of right. Thus, Yeo’s only remedy from that
point forward was an appeal to the NCAA’s compassion. When UT
applied to the NCAA for leniency, the NCAA determined that Yeo
should be suspended for four meets. At this time, for the first time,
UT informed Yeo about her eligibility problem and her four meet
suspension.
In January, just prior to the spring 2002 swim season, UT added
four additional swim meets to its schedule and Yeo did not
participate in these meets. However, in February, the NCAA made
UT aware that Yeo’s eligibility was still in question because some
of the added swim meets may not have passed as official
competitions for suspension purposes. On March 6, 2002, the
NCAA ruled that Yeo would have to sit out the next three
competitions, including the 2002 NCAA Women’s Swimming and
Diving Championships. At about 9:00 p.m. on that day, Yeo first
learned of the continuing problem with her eligibility. She also
learned that an appeal was scheduled for the following morning at

by Jarrett McGehee
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9:30 a.m. Yeo never received copies of any of the NCAA rulings
or the rules under which her case was decided. She also did not
learn that she had the right to counsel or that the appeal hearing
would be unappealable. The UT staff instructed Yeo to make a plea
for sympathy. Despite her plea, the NCAA upheld her suspension.
Four days later, Yeo obtained independent legal counsel and
ultimately obtained her release from Cal-Berkeley. Despite this
change of position by Cal-Berkeley which would erased the
eligibility problem in the first place, the NCAA did not change its
position. According to the NCAA, the March 7 hearing was Yeo’s
final opportunity to argue about her eligibility. Concerned with
losing her credibility as an international athlete, Yeo then filed a
declaratory judgment against UT on March 20. In the declaratory
judgment action, Yeo sought a temporary restraining order against
the University of Texas prohibiting UT from declaring her ineligible.
The trial court granted Yeo’s temporary restraining order and
allowed her to compete in the NCAA championship meet. The
trial court found that Yeo had a vested interest in her reputation as
an international athlete. The appeals court denied an interlocutory
appeal and Yeo was allowed to participate in the 2002 NCAA
championship meet. Subsequently, at the permanent injunction
hearing on October 14, the trial court agreed that Yeo had an interest
in protecting her professional athletic reputation and this had been
compromised by UT’s failure to provide her with notice and
adequate procedural safeguards in connection with her eligibility
difficulties. Thus, her eligibility was permanently restored.
In reviewing this decision, the Court of Appeals took a twostep process in analyzing Yeo’s due course of law claim. NCAA v.
S.W.3d
, 2003 WL 21554340 (Tex. App. – Austin,
Yeo,
2003, no pet. h.). The court initially addressed whether Yeo had a
property or liberty interest entitled to protection, and then
addressed the proper procedural due process for protecting that
interest. The court first found that due process protection applies
where someone’s integrity or reputation is at stake. The court
agreed with the trial court’s determinations that Yeo had established
a good name, an outstanding reputation, a high standing in her
community, and that her unblemished integrity and honor were
particularly important in the Republic of Singapore and in light of
her cultural background. Thus, the appeals court agreed that Yeo
had established an interest in her athletic career and was entitled to
due course of law protection. The court also rejected UT’s claim
that, based on Yeo’s claim, all student-athletes would have a dueprocess right to compete in intercollegiate-athletics. The court
stated that Yeo was not asserting her right to participate in
intercollegiate athletics, but instead was basing claim on the damage
to her international reputation that would occur because of her
ineligibility. The court reasoned that all determinations of whether
a student-athlete has a protected interest would be fact specific
and based upon the certain student-athletes specific situation and
reputation.
After determining that Yeo had a vested protected right, the
court of appeals addressed Yeo’s procedural due process rights.
According to the court, at a minimum, due process requires notice
and an opportunity to be heard at a meaningful time and in a
meaningful manner. This flexible standard depends upon the
circumstances of each case. Here, Yeo’s procedural due process
rights were violated because she was given no notice of the initial
decision to declare her ineligible and no opportunity to participate in

the process. UT’s initial decision, to declare Yeo ineligible and then
seek reinstatement rather than appealing the initial NCAA ruling,
forced Yeo to seek grace and forgiveness from the athletic association.
More importantly, UT made these decision without notifying Yeo of
the problem. The University further compounded its earlier mistakes
by failing to notify Yeo about the later problems relating to her
eligibility until the process was almost complete. These decisions
violated Yeo’s due process rights under the Texas Constitution.
By Cole Broadhead

USEFUL LINKS FOR THE PRACTICE OF ENTERTAINMENT,
ART AND INTELLECTUAL PROPERTY LAW
COMPILED BY: TAMERA H. BENNETT - VICE CHAIR, LEGAL ASPECTS OF ART COMMITTEE,
BENNETT LAW OFFICE, LEWISVILLE, TEXAS and
YOCEL ALONSO - ALONSO, CERSONSKY & GARCIA, P.C., HOUSTON, TEXAS
Government
Federal Circuit
www.fedcir.gov

International
European Patent Office
www.european-patent-office.org

Federal Trade Commission
www.ftc.gov

Japanese Patent Office
www.jpo.go.jp

Texas Commission on the Arts
http://www.arts.state.tx.us

United Kingdom Copyright Office
www.hmso.gov.uk/copyhome.htm

Texas Film Commission
http://www.governor.state.tx.us/film/index.htm

United Kingdom Patent Office
www.ukpats.org.uk

Texas Music Office
http://www.governor.state.tx.us/music

World Intellectual Property Organization
www.wipo.org

United States Copyright Office
www.loc.gov/copyright

World Trade Organization
www.wto.org/english/tratop_e/trips_e/
trips_e.htm

United States Patent and Trademark Office
www.uspto.gov
United States Trade Representative
www.ustr.gov/sectors/intellectual.shtml
Legislative
thomas.loc.gov
www.house.gov/judiciary

Interest Groups
American Bar Association – Section of
Intellectual Property Law
www.abanet.org/intelprop/home
American Intellectual Property Law Association
www.aipla.org

www.senate.gov/~judiciary

American Society of Composers Authors and
Publishers
www.ascap.com

Scholarly & Research
Bureau of National Affairs
www.ipcenter.bna.com/

Association for Independent Music
http://www.afim.org

FindLaw
www.findlaw.com/01topics/23intellectprop
Franklin Pierce Intellectual Property Mall
www.ipmall.fplc.edu/
Intellectual Property Law Server
www.intelproplaw.com
IP Law Practice Center
http://www.law.com/jsp/pc/iplaw.jsp

Broadcast Music International
www.bmi.com
Computer Law Association
www.cla.org
Film Music (Online Magazine)
http://www.filmmusicmag.com
Intellectual Property Owner’s Association
www.ipo.org

International Trademark Association
IP News from Questel Orbit
www.inta.org
www.questel.orbit.com/EN/Resource/index.htm
Links to music publishers and record labels
Kohn on Music Licensing
http://www.writerswrite.com/songwriting/
www.kohnmusic.com
markets.htm
MegaLaw
Motion Picture Association of America
www.megalaw.com/top/intellectual.php
www.mpaa.org
QuickLinks: Daily Update on IP and Internet Law National Music Publisher’s Association/Harry
www.qlinks.net/quicklinks/index.shtml
Fox
www.nmpa.org
Stanford University Libraries
www.fairuse.stanford.edu/
Recording Industry Association of America
www.riaa.org
The Center for Popular Music (MTSU)
http://popmusic.mtsu.edu/research.html#top
SESAC
www.sesac.com
The John Marshall Law School Review of Intellectual Property Law
Software and Information Industry Association
www.jmls.edu/ripl
www.siia.net
Texas Accountants & Lawyers for the Arts
(TALA)
www.talarts.org
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RECENT SPORTS AND ENTERTAINMENT LAW PUBLICATIONS
Compiled by Monica Ortale, Faculty Services & Reference Librarian
The Fred Parks Law Library, South Texas College of Law
Sports Law Publications:

HAZING

ADA

Joshua A. Sussberg. Note. Shattered Dreams: Hazing In College
Athletics, 24 CARDOZO L. REV. 1421 (2003).

Janet Barbookles. Comments. Creating Reasonable Accommodations Without An Undue Burden: The Future Effects The ADA Will
Have On Golf Courses, 33 GOLDEN GATE U. L. REV. 71 (2003).
Erik Ekblad. Comment. A Slice Into The Sand Trap: Why The
PGA Was Unwise In Its Decision To Push Its Dispute With Casey
Martin To The Supreme Court (PGA Tour, Inc. v. Martin, 532 U.S.
661, 2001.) 32 SW. U. L. REV. 151 (2003).
Darryl J. Liguori. Note. Fore! The Supreme Court Tees Off A
Standard To Apply The Americans With Disabilities Act To
Professional Sports In ... (PGA Tour, Inc. v. Martin, 532 U.S. 661,
2001.) 12 WIDENER L.J. 185 (2003).

AMATEUR SPORTS
Marc Jenkins. Note. The United Student-Athletes Of America:
Should College Athletes Organize In Order To Protect Their
Rights And Address The Ills Of Intercollegiate Athletics? 5 VAND.
J. ENT. L. & PRAC. 39 (2003).
Kristin R. Muenzen. Comments. Weakening Its Own Defense? The
NCAA’s Version Of Amateurism, 13 MARQ. SPORTS L. REV. 257 (2003).
Noëlle Nish. Comment. How Far Have We Come? A Look At The
Olympic And Amateur Sports Act Of 1998, The United States
Olympic Committee And The Winter Olympic Games Of 2002, 13
SETON HALL J. SPORT L. 53 (2003).
Rodney Smith. Increasing Presidential Accountability In Big-Time
Intercollegiate Athletics, 10 VILL. SPORTS & ENT. L.J. 297 (2003).

ARBITRATION
Tracy Lipinski. Notes. Major League Baseball Players Ass’n v.
Garvey Narrows The Judicial Strike Zone Of Arbitration Awards,
36 AKRON L. REV. 325 (2003).

CONTRACTS
Scott R. Rosner. The History And Business Of Contraction In
Major League Baseball, 8 STAN. J.L. BUS. & FIN. 265 (2003).
Leigh Augustine-Schlossinger. Legal Considerations For
Sponsorship Contracts Of Olympic Atheletes, 10 VILL. SPORTS &
ENT. L.J. 281 (2003).

GENDER
Nancy Hogshead-Makar & Sheldon Elliott Steinbach.
Intercollegiate Athletics’ Unique Environments For Sexual
Harassment Claims: Balancing The Realities Of Athletics With
Preventing Potential Claims, 13 MARQ. SPORTS L. REV. 173 (2003).
Carolyn M. Janiak. Note. The “Links” Among Golf, Networking,
And Women’s Professional Advancement, 8 STAN. J.L. BUS. & FIN.
317 (2003).
David Klinker. Comment. Why Conforming With Title IX Hurts
Men’s Collegiate Sports, 13 SETON HALL J. SPORT L. 73 (2003).

MEDICAL
Matther J. Mitten. Emerging Legal Issues in Sports Medicine: A
Synthesis, Summary, and Analysis, 52 DEF. L.J. 265 (2003).

MISCELLANEOUS
Eldon L. Ham. Aside The Aside: The True Precedent Of Baseball
In Law, The Residue Of Luck-Or, Who’s Not On First? 13 MARQ.
SPORTS L. REV. 213 (2003).
Christopher J. McKinny. Comment. Professional Sports Leagues
And The First Amendment: A Closed Marketplace, 13 MARQ.
SPORTS L. REV. 223 (2003).

PROFESSIONAL SPORTS
Bruce W. Burton & Matthew J. Mitten. New Remedies For Breach
Of Sports Facility Use Agreements: Time For Marketplace
Realism, 88 IOWA L. REV. 809 (2003).
Erik Ekblad. Comments. A Slice Into The Sand Trap: Why The
PGA Was Unwise In Its Decision To Push Its Dispute With Casey
Martin To The Supreme Court, 32 SW. U. L. REV. 151 (2003).
Christopher J. McLinny. Comments. Professional Sports Leagues
And The First Amendment: A Closed Marketplace, 13 MARQ.
SPORTS L. REV. 223 (2003).
Diana L. Spagnuolo. Comment. Swing For The Fence: A Call For
Institutional Reform As Dominican Boys Risk Their Futures For
A Change In Major League Baseball, 24 U. PA. J. INT’L ECON. L.
263 (2003).

RACE
Otis B. Grant. African American College Football Players And The
Dilemma Of Exploitation, Racism And Education: A SocioEconomic Analysis Of Sports Law. 24 WHITTIER L. REV. 645 (2003).
Neil Parpworth. The Offense Of Racialist Chanting At A Football
Match, 167 JUSTICE OF THE PEACE 586 (2003).

SYMPOSIA
Panel I: Legal Issues in Sports Security, 13 FORDHAM INTELL.
PROP. MEDIA & ENT. L.J. 349 (2003).
Panel II: Conflicts of Interest in Sports, 13 FORDHAM INTELL. PROP.
MEDIA & ENT. L.J. 405 (2003).
Panel III: The Current State of Sports and the Media, 13 FORDHAM
INTELL. PROP. MEDIA & ENT. L.J. 453 (2003).
Symposium: Sports Card Trading And Collectibles, 13 SETON
HALL J. SPORTS L. 141 (2003).
Symposium: Torts and Sports: The Rights of the Injured Fan, 8
TULSA L. REV. 433 (2003).
Continued on page 23
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TAX
John R. Dorocak. Tax Advantages Of Sports Franchises: Part
II—Estate Planning, 13 SETON HALL J. SPORT L. 1 (2003).
James L. Musselman. Recent Federal Income Tax Issues Regarding Professional And Amateur Sports, 13 MARQ. SPORTS L. REV.
195 (2003).

TORTS
Daniel E. Lazaroff. Golfer’s Tort Liability – A Critique Of An
Emerging Standard, 24 HASTINGS COMM. & ENT. L.J. 317 (2002).

Entertainment Law Publications:
ART
Predita C. Rostomian. Note. Looted Art In The U.S. Market, 55
RUTGERS L. REV. 271 (2002).

CONTRACTS
Rick Smith. Notes & Comments. Here’s Why Hollywood Should
Kiss The Handshake Deal Goodbye, 23 LOY. L.A. ENT. L. REV.
503 (2003).

COPYRIGHT
Leonard D. Duboff. Now You See It, Now You Don’t: The Copyright
Owner’s Right to Terminate Licenses & Assignments, 14 ENT. L.
REV. 109 (2003).
James S. Humphrey. Recent Development. Debating The Proposed
Peer-To-Peer Piracy Prevention Act: Should Copyright Owners
Be Permitted To Disrupt Illegal File Trading Over Peer-To-Peer
Networks? 4 N.C. J.L. & TECH. 375 (2003).
Kevin Michael Lemley. Comments. Protecting Consumers From
Themselves: Alleviating The Market Inequalities Created By
Online Copyright In The Entertainment Industry, 13 ALB. L.J.
SCI. & TECH. 613 (2003).
Cecilia Ogbu. Note. I Put Up A Website About My Favorite Show
And All I Got Was This Lousy Cease-And-Desist Letter: The
Intersection Of Fan Sites, Internet Culture, And Copyright
Owners, 12 S. CAL. INTERDISC. L.J. 279 (2003).
Lee H. Rousso. Comment. The Criminalization Of Bootlegging:
Unnecessary And Unwise, 1 BUFF. INTELL. PROP. L.J. 169 (2002).

ENTERTAINMENT
David Zelenski. Note. Talent Agents, Personal Managers, And Their
Conflicts In The New Hollywood, 76 S. CAL. L. REV. 979 (2003).

INTERNATIONAL
Rebecca Keim. Student Article. Filling The Gap Between Morality
And Jurisprudence: The Use Of Binding Arbitration To Resolve
Claims Of Restitution Regarding Nazi-Stolen Art, 3 PEPP. DISP.
RESOL. L.J. 295 (2003).
Salil Mehra. Copyright And Comics In Japan: Does Law Explain
Why All The Cartoons My Kid Watches Are Japanese Imports?
55 RUTGERS L. REV. 155 (2002).

MISCELLANEOUS
David J. Colletti, Jr. Note. Technology Under Siege: Peer-ToPeer Technology Is The Victim Of The Entertainment Industry’s

Misguided Attack, 71 GEO. WASH. L. REV. 255 (2003).
Toni L. Wortherly. Note. There’s No Business Like Show Business:
Alternative Dispute Resolution In The Entertainment Industry,
2 VA. SPORTS & ENT. L.J. 162 (2002).

MUSIC
Omar Anorga. Comment. Music Contracts Have Musicians Playing
In The Key Of Unconscionability, 24 WHITTIER L. REV. 739 (2003).
Tamar Buchakjian. Comment. Mattel, Inc. v. MCA Records, Inc.:
Let’s Party In The Baarbie World-Expanding The First
Amendment Right To Musical Parody Of Cultural Icons, 36 LOY.
L.A. L. REV. 1321 (2003).
Corrina Cree Clover. Notes. Accounting Accountability: Should
Record Labels Have A Fiduciary Duty To Report Accurate Royalties
To Recording Artists, 23 LOY. L.A. ENT. L. REV. 395 (2003).
Todd Hagins. Robbing Peter Gabriel To Pay Paul’s Diner:
Plunder, The Free Market, And The Fairness In Music Licensing
Act, 7 TEX. REV. L. & POL. 385 (2003).
Daniel D. Hill. Note. A Victory In The War To Sound The Digital
Death Knell For Peer-To-Peer Online File Sharing. (A & M
Records, Inc. v. Napster, Inc., 114 F. Supp. 2d 896, N.D. Cal. 2000.)
12 WIDENER L.J. 161 (2003).
George W. Hutchinson. Note. Can The Federal Courts Save Rock
Music? Why A Default Joint Authorship Rule Should Be Adopted
To Protect Co-Authors Under United States Copyright Law, 5
TUL. J. TECH. & INTELL. PROP. 77 (2003).
Amy K. Jensen. Comment. Copy Protection Of CDs: The Recording
Industry’s Latest Attempt At Preventing The Unauthorized Digital Distribution Of Music, 21 J. MARSHALL J. COMPUTER & INFO.
L. 241 (2003).
Brian A. Whitaker. Comment. Religious Music In The Public Schools:
A Guide For School Districts, 2003 BYU EDUC. & L.J. 339.

TELEVISION
Leonard M. Baynes. White Out: The Absence And Stereotyping
Of People Of Color By The Broadcast Networks In Prime Time
Entertainment Programming, 45 ARIZ. L. REV. 293 (2003).
Arthur Evrensel & Ken Cavlier. Waiver of Injunctive/Equitable
Relief & Termination Rights in Film & Television Distribution
Agreements, 14 ENT. L. REV. 105 (2003).
Dana N. Glasser. Note. Stranding Dorothy In Oz And Keeping
The Wizard Behind The Curtain?: Writer’s Guild Determination
Of Screenwriting Credits Through Arbitration, 3 PEPP. DISP. RESOL.
L.J. 271 (2003).
Eugene Rome. Notes & Comments. Regulatory Overreaching:
Why The FCC Is Exceeding Its Authority In Implementing A Phase
In Plan For DTV Tuners, 23 LOY. L.A. ENT. L. REV. 533 (2003).

TORTS
Pollyanna Kwok. The Use Of A Celebrity’s Name And Likeness In
News Stories In Conjunction With Advertisements—Celebrities
Seeking Broader Protections, 32 SW. U. L. REV. 761 (2003).
Mark S. Lee. Agents Of Chaos: Judicial Confusion In Defining
The Right Of Publicity-Free Speech Interface, 23 LOY. L.A. ENT.
L. REV. 471 (2003).
William Li. Notes. Unbaking The Adolescent Cake: The
Constitutional Implications Of Imposing Tort Liability On
Publishers Of Violent Video Games, 45 ARIZ. L. REV. 467 (2003).
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